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Abstract 

 

 

Building an Orphanage: How Judicial Authority Can Provide 

Immediate Relief to the Copyright Orphan Works Problem 

 

An orphan work is a work protected by copyright of which the owner is unidentifiable or 

otherwise unable to be located for the purposes of seeking authorization to use the work. The 

orphan works problem, born out of copyright law revisions lacking foresight, have now become 

a festering problem, for which United States copyright law lacks an adequate solution.  

 In the past decade, the Copyright Office has urged Congress to adopt legislation in order 

to prevent the continued growth of the problem, and to provide a means by which the public can 

make use of orphan works without authorization or major penalty. However, those efforts have 

not been successful. Other countries suffering from the same problem have enacted legislation 

that takes numerous forms. Yet, those efforts also suffer from limitations, reducing their 

effectiveness, and rendering unattractive the only available models to a legislative solution.  

Thus, the federal judiciary should return to its practice of incorporating concepts from other 

areas of law to build a framework from which legislation may later result. Throughout the history 

of copyright law, courts have used their authority to incorporate concepts like secondary liability 

and misuse from other areas of law, as well as to develop from scratch unique doctrines such as 

fair use. They have done so to provide immediate relief from an existing problem, without any 

explicit statutory basis for doing so. To provide immediate, if only temporary, relief from the 

problem of orphan works, courts should use their authority to draw from doctrines of 

abandonment and forfeiture that are familiar in the areas of real and personal property law, and 

adapt them to the needs of copyright policy. 
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 In adapting doctrines of abandonment and forfeiture, courts should focus on issues such 

as what constitutes adequate notice of ownership, what kind of conduct should amount to a 

finding of abandonment, and for how long that conduct must endure before a case for 

abandonment can sustain in defense to copyright infringement. With the proper care and 

consideration, judicially addressing the orphan works problem can, and hopefully will, lead to a 

legislative solution in the future that is not only effective, but provides the certainty potential 

users expect before deciding to making use of an orphan work. 
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“Nothing is original. Steal from anywhere that resonates with inspiration 

or fuels your imagination. . . . Select only things to steal from that speak 

directly to your soul. If you do this, your work (and theft) will be 

authentic. Authenticity is invaluable; originality is nonexistent . . . . In any 

case, always remember what Jean-Luc Godard said: ‘It’s not where you 

take things from–it’s where you take them to.’”
1
 

I. Introduction 

Creation of expressive works is the result of a series of inspiring events, 

reflections, and perseveration on particular thoughts, ideas, and expressions. Often 

enough, the creation of such works may be the result of inspiration from another’s 

expressive work, rendered to such perfection that its’ exclusion from subsequent works 

would make later works feel incomplete. There are various ways in copyright law 

enabling subsequent authors to incorporate the original expressions of another into their 

subsequent works. However, a significant gap in copyright law renders these modes 

imperfect: the orphan works problem.  

A subsequent author, for whatever reason, may wish to incorporate the work of 

another into their own masterpiece, and such incorporation is not only permissible, but is 

arguably the end to which copyright law works: building on existing thoughts, ideas, and 

expressions. The permissibility of incorporating such work rests on seeking the 

authorization from the owner of the copyright covering the work one seeks to 

incorporate. In a majority of situations, seeking authorization is not a major hurdle, 

because there are numerous ways to identify, locate, and contact a copyright owner 

directly, in order to instigate negotiations. But in an ever-increasing number of situations, 

the owner of the copyright, for whatever reason, unknown or otherwise unable to be 

                                                 
1
 Jim Jarmusch, Thing’s I’ve Learned: Jim Jarmusch, MOVIE MAKER MAGAZINE (June 5, 2013), 

http://www.moviemaker.com/archives/moviemaking/directing/jim-jarmusch-5-golden-rules-of-

moviemaking/.  
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located.
2
 Because of this, the would-be user “that wants to use an orphan work faces legal 

uncertainty and an increased liability risk because the prospective user cannot contact the 

owner to obtain consent.”
3
 Would-be users face a tough decision: risk litigation and use 

anyway, or exclude the work entirely. This is the crux of the orphan works problem.
4
 A 

work’s status as an orphan “significantly impedes the ability of both commercial and 

non-commercial actors to utilize those works.”
5
 More importantly, “orphan works are at 

significant risk of disappearing before they can start to enter and enrich the public 

domain[]”
6
 posing what is the most paramount obstruction to creation of new works.

7
 

What is an author, hoping to create an anthology of copyrighted works, to do 

when the owner of a copyrighted work is unable to be identified or located in order to 

seek permission? Generally, the answer is to exclude that work from the anthology and 

move on without it because the risk of infringement litigation is too high. The result is 

                                                 
2
 “Carnegie Mellon University Libraries conducted a study involving requests for permissions to digitize 

the books in its collections and found that copyright owners could not be found for about 22% of the books 

in the sample.” Register of Copyrights, REPORT ON ORPHAN WORKS, 92 n.345 (2006), available at 

http://www.copyright.gov/orphan/orphan-report-full.pdf. [hereinafter 2006 Copyright Report].  
3
 Abigail Bunce, Note and Comment, BRITISH INVASION: Importing the United Kingdom’s Orphan 

Works Solution to United States Copyright Law, 108 NW. U. L. REV. 243, 255 (2013); citing 2006 

Copyright Report, 92 (2006), available at http://www.copyright.gov/orphan/orphan-report-full.pdf. “[T]he 

risk of liability for copyright infringement, however remote, is enough to prompt [a would-be user] not to 

make use of [an orphan] work. Such an outcome is not in the public interest, particularly where the 

copyright owner is not locatable because he no longer exists or otherwise does not care to restrain the use 

of his work.” Id. at 15.  
4
 “Currently, anyone using an orphan work runs the risk that the copyright owner may step forward and 

bring an infringement action for substantial damages, attorneys’ fees, and/or injunctive relief unless a 

specific exception or limitation to copyright applies.” Register of Copyrights, Orphan Works and Mass 

Digitization, 34 (2015) [hereinafter 2015 Copyright Report] 

http://www.copyright.gov/orphan/reports/orphan-works2015.pdf; citing The Copyright Act of 1976, 17 

U.S.C. § 101 et seq. (2012).  
5
 Letter from Howard L. Berkman, Member of Congress, to Hon. Marybeth Peters, Register of Copyrights 

(Jan. 10, 2005) (included in 2006 Copyright Report). 
6
 Id. 

7
 2015 Copyright Report, supra note 4, at 36; citing Preservation and Reuse of Copyrighted Works: 

Hearing Before the Subcomm. On Courts, Intellectual Property, & the Internet of the H. Comm. on the 

Judiciary, 113th Cong. 81 (2014) (statement of Michael C. Donaldson, Int’l Documentary Ass’n and Film 

Independent); see also IAN HARGREAVES, DIGITAL OPPORTUNITY: A REVIEW OF INTELLECTUAL PROPERTY 

AND GROWTH 38 (2011), available at 

https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/32563/ipreview-

finalreport.pdf.  
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grim: the public’s ability to enjoy that work diminishes, and perhaps the orphan work 

even disappears entirely. This result is inconsistent with copyright law policy and thus the 

law must avoid.  

The orphan works problem is as follows: an author desiring to use a copyrighted 

work refrains from doing so because of the high transaction costs associated with seeking 

permission, and the lack of risk mitigation, thus resulting in the author’s inability to 

create, and subsequently, the public’s deprivation of that work.
8
 Without an identifiable 

or locatable copyright owner, one cannot seek permission, and without permission to use 

a work, most risk-averse parties choose to exclude the work from subsequent ones for 

fear of a reappearing author later asserting and enforcing their rights through the means 

provided by copyright law.
9
  The resulting unavailability of any subsequent work is 

detrimental to the public.
10

 In some cases, however, there are methods by which a party 

may get by without seeking authorization from an author, but those methods do not 

comprehensively resolve the issue.
11

 Completely resolving the issue would mean entirely 

eviscerating the risk of litigation from a reappearing author after a subsequent user,
12

 

who, in good faith, has taken the risk of using a copyrighted work, and exhausted all 

avenues in attempting to identify, contact, and otherwise seek permission from an author. 

Such a result is not likely, and arguably impossible. However, a solution that mitigates 

the risk of infringement lawsuits is desperately needed.   

                                                 
8
 David B. Sherman, Cost and Resource Allocation Under the Orphan Works Act of 2006: Would the Act 

Reduce Transaction Costs, Allocate Orphan Works Efficiently, and Serve the Goals of Copyright Law?, 12 

VA. J.L. & TECH 4, 4 (2007). 
9
 2015 Copyright Report, supra note 4, at 2. 

10
 Sherman, supra note 8, at 14. 

11
 Use that is not predicated on permission takes many forms, such as uses pursuant to statutory licenses 

and those into the doctrine of fair use or other exempted uses. These types of uses are permissible, but 

impose their own risks. 
12

 As used in this context, the term “subsequent user” means any person or entity possessing a desire to 

make use of a copyrighted work, regardless of whether such use is authorized by a copyright owner.  
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This thesis proposes an approach that will provide immediate temporary relief to 

the orphan works problem. In particular, this thesis suggests that courts apply and adapt 

the doctrine of abandonment derived from personal property law, which will significantly 

reduce the risk of facing costly litigation and infringement damages if a copyright owner 

reappears.   

This thesis proceeds as follows: Part II provides a comprehensive background of 

the orphan works problem, including the origins and growth of the. It continues by 

providing brief overview of the efforts to enact domestic orphan works legislation, as 

well as orphan works solutions in foreign jurisdictions. This section concludes by 

drawing analogies between copyright and personal property rights. 

Part III analyzes why domestic legislative efforts have failed, and how existing 

approaches adopted in foreign jurisdictions are too limited. This section argues that the 

best solution to the orphan works problem is a judicially constructed framework adapted 

from familiar common law doctrines of abandonment personal and real property law. It 

argues that approaching the orphan works problem in this manner not only provides a 

release valve, but also maintains compliance with international obligations by refraining 

from enacting broadly sweeping legislation in violation of Article (9) of the Berne 

Convention. 

II. Background 

Understanding the nature and origin of the orphan works problem is imperative in 

seeking a workable resolution. It is particularly important to understand the kinds of 

works the term “orphan works” refers to, and how those works acquired that status. There 

have been numerous attempts and proposals that seek to resolve the orphan works 
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problem, and there have been few instances of domestic legislative failure. Orphan works 

legislation comes in numerous forms, pertaining to various types of uses. All of which 

seem to ignore the foundational idea that copyright is a form of personal property, and 

tend to overlook the familiar concepts of possession and title when seeking to resolve the 

problem. By focusing on the idea of copyright as personal property, copyright law avoids 

pitfalls in orphan works legislation, and the orphan works problem is supplemented with 

a more comprehensive resolution.  

A. How a Work Becomes an Orphan 

The term orphan work has a particular meaning in both domestic and international 

copyright law.
13

 The United States Copyright Office defines an orphan work as "any 

original work of authorship for which a good faith prospective user cannot readily 

identify and/or locate the copyright owner(s) in a situation where permission from the 

copyright owner(s) is necessary as a matter of law."
14

 Most importantly, orphan works 

are those that remain protected by a valid copyright, despite an absent owner.
15

 The 

impact of the orphan works problem is not on validity and extent of copyright protection, 

but on the ability of hopeful subsequent users to seek authorization to exploit an orphan 

work. The lack of important ownership information inhibits the accessibility and 

                                                 
13

 2006 Copyright Report, supra note 2, at 1; Directive 2012/28/EU of the European Parliament and of the 

Council of the European Union on Certain Permitted Uses of Orphan Works, art. 2(1), 2012 O.J. (L299) 

[hereinafter “E.U. Orphan Works Directive”]; Megan L. Bibb, Note, Applying Old Theories to New 

Problems: How Adverse Possession Can Help Solve the Orphan Works Crisis, 12 VAND. J. ENT. & TECH. 

L. 149, 152 (2009); Christian L. Castle & Amy E. Mitchell, Unhand that Orphan: Evolving Orphan Works 

Solutions Require New Analysis, 27 ENT. & SPORTS LAWYER (2009) available at 

http://www.amyemitchell.com/wp-content/uploads/Unhand-that-Orphan-article.pdf. 
14

 2015 Copyright Report, supra note 4, at 9; citing 2006 Copyright Report, supra note 2, at 1; see also 

David R. Hansen, Orphan Works: Mapping the Possible Solution Spaces, 17 (Berkeley Digital Copyright 

Project, White Paper No. 2, 2012) available at http://ssrn.com/abstract=2019121. 
15

 See Sherman, supra note 8 at 14. Indeed, the orphan works problem exists as a natural extension of those 

works maintaining valid protection. If orphan works, by their classification as orphans, were rendered 

invalid or otherwise lost protection, then presumably the orphan works problem ceases to exist. Rather, the 

problem is rooted in the lack of publicly available information regarding ownership identity.   
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proliferation of orphan works, despite those works remaining protected by valid 

copyrights. 

The orphan works problem not novel.
16

 Historically, notable changes to the 

copyright law have created and compounded the problem and increased the number of 

orphan works.
17

 The changes to copyright law have, over time, “relaxed the obligations 

of copyright owners to assert and manage their rights and removed formalities in the law 

that had provided users with readily accessible copyright information.”
18

 First, and most 

significant to the problem, is the abolition of copyright formalities provided under the 

Berne Convention Implementation Act of 1988, when the United States joined the Berne 

Convention.
19

 The act removed the registration, renewal, and notice formalities, which 

were means for communicating valuable information about the existence, duration, and 

ownership of the copyright to the public.
20

 Secondly, the various times in which the 

United States has opted for copyright term extensions has prolonged the time before 

                                                 
16

 Traci A. Zimmerman, “It’s A Hard Knock Life”: The Plight of Orphan Works and the Possibility of 

Reform, CONF. ON C. COMPOSITION & COMM. (2009) available at 

http://www.ncte.org/cccc/committees/ip/2008developments/hardknocklife; Sherman, supra note 8 at 14-15. 

The Copyright Act of 1976 and the Sonny Bono Copyright Term Extension Act of 1998 “are generally 

regarded as the primary causes of the orphan works problem.” Id. at 14. 
17

 See Sherman, supra note 8, at 14. 
18

 2015 Copyright Report, supra note 4, at 10.  
19

 Berne Convention Implementation Act of 1988, Pub. L. No. 100-568, §§ 6, 7 (1988) (enacted); see also 

2006 Copyright Report, supra note 2, at 43. Providing automatic protection for copyrighted works, without 

any formal requirements, creates an assumption that most works one wishes to use is subject to copyright 

protection, and an inability to confirm whether that work has fallen into the public domain by simply 

checking registration records. Id.; see also Christopher Sprigman, Article: Reform(aliz)ing Copyright, STAN 

L. REV. 485, 487-488 (2005). 
20

 Jane C. Ginsburg, The US Experience with Copyright Formalities: A Love/Hate Relationship, 33 Colum. 

J.L. & Arts 311, 312 (2010) (“[F]ormalities that condition the existence or enforcement of copyright on 

supplying information about works of authorship should enable effective title searching, thus furthering the 

economic interests both of copyright owners and of potential exploiters.”); Christopher Sprigman, supra 

note 19, at 487.  
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which works become freely available for public use, causing any available information to 

become increasingly outdated.
21

  

1. Abolition of Formalities 

Prior to the Copyright Act of 1976 and the Berne Convention Implementation Act 

of 1988, enjoyment of copyright protection was only available for authors and owners 

who complied with the required formalities, including notice, publication, and 

registration and deposit. Failure to do so put one’s copyright protection in jeopardy. 

These Acts entirely disposed of copyright formalities as prerequisite to protection. The 

removal of these formalities from the copyright law effectively removed any obligation 

on the part of copyright owners to provide valuable information to the public seeking to 

enjoy, and even use these works, giving rise to the orphan works problem.   

a. Registration and Deposit Requirement  

Current copyright law provides works federal protection when an original work of 

expression is fixed in a tangible medium of expression.
22

 Authors enjoy the rights granted 

under the copyright law immediately upon fixation, regardless of whether they register 

the work with the Copyright Office. While authors enjoyed common law copyrights prior 

to the 1976 Act without registration, it was unclear whether federal copyright protection 

arises in the same manner until 1939. In 1939, the Supreme Court held in Washingtonian 

Publishing Co. v. Pearson, that section 12 of the Copyright Act of 1909 conditioned 

filing an infringement suit on the registration and deposit with the copyright office, but 

                                                 
21

 See Robert, Brauneis, Article: A Brief Illustrated Chronicle of Retroactive Copyright Term Extension, 62 

J. Copyright Soc’y 479, 496-97 (2015). 
22

 Copyright Act of 1976, 17 U.S.C § 102 (2012); Community for Creative Non-Violence v. Reid, 490 U.S. 

730, 737 (1989).  
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that registration was not required to receive full federal copyright protection.
23

 However, 

the dissenting opinion in this case expresses the concern that losing the registration 

formality “emasculates the statutory provisions designed – for over a century and a half – 

to protect the public.”
24

 The fear was that removing the obligation to provide valuable 

information to the public would deprive it. The registration requirement was an important 

staple in the copyright system, believed to represent the point at which federal copyright 

protection vests.
25

 The true effect of registration and deposit, however, was perfection of 

nation-wide copyright protection, despite any state-based copyright protection that may 

be present.
26

 In perfecting one’s copyright interest, owners communicate valuable 

identifying information. However, the 1976 Act not only preempted the state-based 

copyright law protection,
27

 but also disposed of the registration and deposit as a 

requirement altogether.
28

 Currently, copyright registration remains an important 

requirement for domestic authors seeking to state a claim for copyright infringement in 

                                                 
23

 Washingtonian Publ’g Co. v. Pearson, 306 U.S. 30, 42 (1939). “[T]he Congress intended that prompt 

deposit when deemed necessary should be enforced through actual notice by the register; also that while no 

action can be maintained before copies are actually deposited, mere delay will not destroy the right to sue.” 

Id. 
24

 Id. at 44. (Black, J., dissenting). “Since the decision in Washingtonian Publishing Co. it seems clear that 

the primary object of registration is to facilitate the administrative recording-keeping connected with the 

running of a national copyright system.” Laurence N. Walker, Publication and the Copyright Law Revision, 

50 CAL. L. REV. 672, 687 (1962). 
25

 Id. at 47 (Black, J., dissenting). “It is clear that Congress intended that the requirement as to deposits 

must be complied with in order to perfect the copyright interest under the 1909 Act. Any other construction 

runs counter to the policy of the copyright law and rewards disobedience to plain statutory provisions.” Id. 
26

 Act of Mar. 4, 1909, ch. 320 § 9, 320 Stat. 1077 (hereinafter “Copyright Act of 1909”). “That any person 

may obtain registration of his claim to copyright by complying with the provisions of this Act, including 

the deposit of copies, and upon such compliance the register of copyrights shall issue to him the certificate 

provided for in section fifty-five of this Act.” Id.  
27

 Copyright Act of 1976, 17 U.S.C. § 301(a) (2012). “On or After January 1, 1978, all legal or equitable 

rights that are equivalent to any of the exclusive rights within the general scope of copyright as specified by 

section 106 in works of authorship that are fixed in a tangible medium of expression and come within the 

subject matter of copyright as specified by sections 102 and 103, whether created before or after that date 

and whether published or unpublished, are governed exclusively by this title.” Id. 
28

 17 U.S.C. § 408(a) (2012). “[T]he owner of copyright or of any exclusive right in the work may obtain 

registration of the copyright claim by delivering to the Copyright Office the deposit specified in this 

section, together with the application and fee specified by sections 409 and 708. Such registration is not a 

condition of copyright protection.” Id.  
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Federal district court, but it is not a blanket requirement preceding the acquisition of 

rights.
29

 Copyright owners are under no obligation to provide ownership information to 

the public. 

The registration requirement under the 1909 Act served as a means of providing 

valuable information to the public regarding record of ownership.
30

 From this 

information, the public could determine the owner’s identity and location at the time of 

registration, and were thus more likely able to calculate the expiration of the copyright or 

seek owner authorization. In short, registration provided sufficient information allowing 

the public to assess risks of using the work, thereby protecting them from acts of 

infringement, as suggested by Justice Black in Washingtonian Publishing.
31

 Without that 

information, the public is at a severe disadvantage. Moreover, removal of the registration 

requirement, resulting in a depletion of valuable copyright ownership information, is a 

significant event in copyright law leading to the growth of the orphan works problem. 

b. Renewal Registration Requirement 

The 1909 Act provided for a split term of protection: twenty-eight years granted 

upon initial registration, and twenty-eight years granted upon registration renewal.
32

 

Copyright owners were required to renew their registration in the twenty-seventh year in 

order to maintain the protection after the initial twenty-eight-year period expired.
33

 

                                                 
29

 17 U.S.C. § 412 (2012); see also 17 U.S.C. § 408(a) (2012). 
30

 Washingtonian Publ’g Co., 306 U.S. at 55 (Black, J., dissenting) “Petitioner having conceded that it 

disobeyed the plain requirement of the act designed to inform and protect the public . . . .” Id. (emphasis 

added).  
31

 See Id.  
32

 Copyright Act of 1909, § 23, 35 Stat. 1080. 
33

 See Copyright Act of 1909, § 23, 35 Stat. 1080; Frank Muller, Legislative Update: Owners and Users 

Unite!: Orphan Works in the Copyright Modernization Act of 2006, 17 DEPAUL-LCA J. ART & ENT. L. & 

POL’Y 79, 84 (2006); citing MELVILLE B NIMMER & DAVID NIMMER, NIMMER ON COPYRIGHT, § 1.05[A][1] 

(2006).  
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Failure to do this caused the available remaining twenty-eight years of protection to 

lapse, and the work the migrated to the public domain.
34

 In filing the renewal registration, 

copyright owners were required to provide current ownership information, bringing 

available information up to date. Thus, the registration renewal requirement provided 

vital and current information to the members of the public hoping to make use of the 

work.
35

 Although only a single update in the chain of title was required throughout the 

term of the copyright, this single update served to give the public even more ownership 

information than may currently be available to the public. 

In 1976, that changed. The 1976 Act discarded the renewal requirement “because 

of the ‘inadvertent and unjust loss of copyright’ it sometimes caused.”
36

 This “made 

obtaining and maintaining copyright protection substantially easier than the 1909 Act.”
37

 

It also ensured that works would not prematurely enter the public domain. The primary 

goal under the 1976 Act, it appears, was to adopt a copyright system providing for a 

unitary term of protection enjoyable throughout the life of the author, by removing 

burdens from copyright owners to remember to re-register their works.
38

 The removal of 

the renewal requirement has significantly increased the orphan works problem. While it 

was burdensome, it served a valuable purpose as a means of providing updated ownership 

information to the public. Discarding it as a requirement meant that ownership 

information, if even initially provided, becomes quickly outdated, as owners are under no 

obligation to make current the available information or record transfers of copyright 

                                                 
34

 Muller, supra note 33, at 84-85.  
35

 2015 Copyright Report, supra note 4, at 10. “[E]limitation of the registration and notice requirements . . . 

resulted in less accurate and incomplete identifying information on works . . . .” Id.   
36

 See H.R. Rep. No. 94-1476, at 134 (1976); see also Muller, supra note 33, at 85. 
37

 2006 Copyright Report, supra note 2, at 3. 
38

 H.R. Rep. No. 94-1476, at 133 (1976) (citing the adoption of the life-plus-fifty term as the most 

important goal of the copyright law revision). 
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ownership.
39

 Without the renewal requirement, copyrights are able be owned and to 

change hands without ever informing the public, who have an interest in knowing who 

the owner is.  

The renewal registration requirement delayed the rise of the orphan works 

problem. It served a very practical purpose; updating the chain of title regarding the 

copyrighted works, and migrating to the public domain works which had outlived their 

economic value.  Although copyright owners were not required keep an updated chain of 

title, the renewal requirement did require at least one update of the chain of title twenty-

eight years after the initial publication containing a copyright notice. Copyright 

ownership is very difficult to ascertain without a current record of ownership. Removing 

the registration renewal requirement only increased the hardship in tracking down the 

proper party from which to seek authorization, thus increasing the burden on subsequent 

users while providing little benefit to the copyright owners. 

c. Copyright Notice Requirement 

The removal of the copyright notice requirement also has had significant impact 

on the increased number of orphan works.
40

 Under the 1909 Act, a work received federal 

copyright protection if the author published copies of the work containing a notice of 

                                                 
39

 Copyright Act of 1976, 17 U.S.C. § 205(a) (2012). “Any transfer of copyright ownership or other 

document pertaining to a copyright may be recorded in the Copyright Office if the document filed for 

recordation bears the actual signature of the person who executed it, or if it is accompanied by a sworn or 

official certification that it is a true copy of the original, signed document.” (emphasis added). Id. Much in 

like in real property transfers in many jurisdictions in the United States, there are significant benefits to 

recording such a transfer, such as protection against subsequent transferees, or the proverbial copyright 

“bona fide purchaser.” It is important to note, however, that the concept of prompt recordation of an 

ownership interest in a copyright is one of many concepts that does not have its origin in copyright law but 

is borrowed from neighboring areas of law. 
40

 Muller, supra note 33 at 84 (stating the cause of the orphan works problem as a result of the cumulative 

revisions in the Copyright Act of 1976). Without the requirement that a copyrighted work be published 

with proper copyright notice, the revisions in the 1976 Act made it much easier for authors to acquire 

copyright protection by requiring nothing other than fixation. Id. at 83. 
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copyright affixed to it.
41

 A work published without a copyright notice generally entered 

the public domain immediately.
42

 Proper copyright notice required the copyright symbol, 

year of publication, and the name of the owner.
43

 For every new edition of a work, the 

notice requirement caused informal updates to copyright ownership records, regardless of 

whether any intervening ownership transfers were formally registered with the Copyright 

Office. If notice was improper, then these works automatically reverted to the public 

domain.
44

  

However, instead of eliminating the notice requirement, the 1976 Act modified it 

to make it less rigid and less costly to owners failing to comply. Under the 1976 Act, 

affixing copyright notice remained a requirement, but omitting or improperly displaying 

it upon the first publication only caused the work to enter the public domain if it the 

omission or mistake was not corrected within a certain amount of time.
45

 This essentially 

protects copyright owners against oversight. Thus, copyright owners were not stripped of 

their copyright protection in the same manner as works published under the 1909 Act, 

unless they failed to correct the error by either registering the work with the Copyright 

Office, or publishing the work with the correct notice. Therefore, works published after 

                                                 
41

 Copyright Act 1909, § 9, 35 Stat. 1077; Washingtonian Publ’g Co. v. Pearson, 306 U.S. 30, 37, (1939). 
42

 Circular 22: How to Investigate the Copyright Status of a Work, COPYRIGHT OFFICE 6, (2013) 

[hereinafter “Circular 22”] available at http://www.copyright.gov/circs/circ22.pdf. The same cannot be said 

for the notice requirement under the 1976 Act. As a result of the 1976 Copyright Act revisions, works 

published after 1978 without copyright notice were not immediately considered public domain, but instead 

enjoyed a five-year grace period in which to perfect their copyright interest by registering the work with the 

Copyright Office. Id. Moreover, works published after March 1, 1989 without a copyright notice enjoyed 

full federal copyright protection, as the Berne Implementation Act of 1988 eliminated the notice 

requirement. Id.  
43

 Copyright Act of 1909 §§ 18, 19, 320 Stat. 1078-79; William Gable, Restoration of Copyrights: Dueling 

Trolls and Other Oddities Under Section 104A of the Copyright Act, 29 COLUM. J.L. & ARTS 181, 196 

(2005).  
44

 Id. at 195; Kenneth D. Crews, Copyright Duration and the Progressive Degeneration of a Constitutional 

Doctrine, 55 Syracuse L. Rev. 189, 219 (2005). 
45

 17 U.S.C. § 405(a) (2012); Copyright Notice, COPYRIGHT OFFICE 4, (2013) available at 

www.copyright.gov/circs/circ03.pdf; Crews, supra note 44 at 249 n.139.  



 

13 

 

January 1, 1978 are still be protected by copyright law, but are suspect.  Whether works 

published after this date contained proper notice or subsequently cured are important and 

burdensome questions that hopeful users of orphan works are inclined to answer when 

weighing the risk of using such a work.   

The Berne Convention Implementation Act of 1988 made another modification to 

the notice requirement.
46

 This time, the modification entirely disposed of copyright notice 

as a requirement, making it optional instead.
47

 Providing notice of copyright on protected 

works provides benefits to copyright owners, but is by no means required for federal 

protection.
48

 However, this modification was prospective, having effect only on those 

works published after its effective date of March 1, 1989. Thus, for works published 

between January 1, 1978 and March 1, 1989, proper copyright notice was required at the 

time of first publication, or cure within five years. This creates great uncertainty 

regarding the status of copyright protection,
49

  and a great burden on hopeful users to 

determine the status certain works, resulting in increased search costs.  

The phasing-out of the notice requirement has lent itself to the rise of the orphan 

works problem, and presents three different situations to members of the public hoping to 

use those works. First, a work created under the 1909 Act that met all required formalities 

remains protected by copyright,
50

 but available ownership information that is likely 

significantly outdated. Second, works created between January 1, 1978, and March 1, 

1989, enjoy copyright protection as long as they either met the notice requirement, or 

                                                 
46

 See Berne Convention Implementation Act of 1988, Pub. L. No. 100-568, § 7 (enacted) (1988). 
47

 Id.; see also 17 U.S.C. § 405(a) (2012). 
48

 Berne Convention Implementation Act of 1988, Pub. L. No. 100-568, § 7(d) (enacted) (1988). 
49

 Crews, supra note 44 at 249 n.139. 
50

 “If renewed by registration or under the Copyright Renewal Act of 1992 and if still valid under other 

provisions of the law, copyright will expire 95 years from the end of the year in which it was first secured.” 

Circular 22, supra note 42, at 7. 
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were able to cure copyright notice within the required time, but also may be connected to 

outdated and likely unreliable copyright owner information. Lastly, works created after 

March 1, 1989, enjoy copyright protection without any obligation to provide copyright 

notice to the public, creating a deficit in ownership information readily available. This 

decrease in copyright ownership information over time has created disparity in the public 

hoping to use those works in the future, because it places significant barriers in the way 

of seeking authorization. Without the information typically communicated by the 

required the copyright notice, would-be users are without a starting point for determining 

the answers to either question. 

The abolition of copyright formalities is one of the most significant reasons why 

the orphan works problem has swelled. Formalities such as registration, renewal, and 

notice, directly and indirectly communicate valuable information to the public as a 

whole.
51

 Without a requirement to provide that information to the public, “it is 

unreasonable to assume that an owner of a copyright will voluntarily make the extent and 

limitations of his monopoly more public than the law requires.”
52

 That valuable 

information becomes increasingly more difficult to find without the law compelling 

owners to provide it. Information became increasingly difficult to find, sowing the seeds 

for the orphan works problem to grow. 

                                                 
51

 Sprigman, supra note 19, at 487. 
52

 Washingtonian Publ’g Co., 306 U.S. at 48 (1939) (Justice Black, dissenting). “As time passes, 

information about the ownership of some works fades, and the task of connecting a work to its owner 

becomes more difficult, more costly, and in some cases impossible – making ‘clearing’ the works by 

obtaining permissions also impossible.” Jennifer M. Urban, How Fair Use Can Help Solve the Orphan 

Works Problem, 27 BERKELEY TECH. L. J 1379, 1388 (2012).  
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2. Copyright Term Extensions 

The second major contributor to the rise of the orphan works problem is the 

numerous extensions of copyright term, which Congress has repeatedly implemented.
53

 

Throughout the 1960’s, Congress repeatedly enacted copyright term extensions to 

prevent works covered under the split fifty-six-year term of the 1909 Act while they were 

constructing a more comprehensive revision to the copyright law.
54

 That comprehensive 

revision occurred when Congress passed the Copyright Act of 1976, which extended the 

copyright term from a total of fifty-six-years, to the life of the author plus fifty years.
55

 

Moreover, the Copyright Renewal Act of 1992 extended subsisting protected works 

under the 1909 Act from twenty-eight years a total of seventy-five years.
56

 The term 

increased again in 1998 to life of the author plus seventy years under the Sonny Bono 

Copyright Term Extension Act of 1998.
57

 Copyright term extensions have had a 

correlative impact on the increased number of orphan works. Works expected to enter the 

public domain by a certain date were saved from doing so, creating an even larger gap of 

time in which ownership can change hands, or information can be lost or become 

outdated.  

The 1909 Act provided for a total of fifty-six years of protection; the first term of 

twenty-eight years initially vested upon publication and notice, perfected by prompt 

registration, and another twenty-eight years acquired through registration renewal filed 

                                                 
53

 2015 Copyright Report, supra note 4, at 10. “Subsequent amendments, such as the Sonny Bono 

Copyright Term Extension Act of 1998, extended the duration of copyright and thus increased the 

likelihood that some copyright owners would become unlocatable.” Id.   
54

 Brauneis, supra note 21 at 495-96. 
55

 Id. at 497. 
56

 Copyright Renewal Act of 1992, § 102, Pub. L. No. 102-307, 102 Stat. 264 (1992) (enacted). 
57

 Sonny Bono Copyright Term Extension Act of 1998, § 101, Pub. L. No. 105-298 (1998) (enacted).  
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within one year of the expiration of the first twenty-eight-year term.
58

 Generally, a failure 

to renew for the second term caused the work to migrate to the public domain.
59

 In some 

cases, however, the incremental term extensions enacted in the 1960’s, the Copyright Act 

of 1976, and the Copyright Renewal Act of 1992 all served, in part, to rescue certain 

works created under the 1909 Act from entering the public domain.  

At various times throughout the 1960’s, in anticipation of a lengthier more 

comprehensive copyright law revision, Congress opted to incrementally increase 

copyright terms for works covered under the 1909 Act.
60

 Specifically, the collection of 

Congressional resolutions prevented works covered under the 1909 Act that were, as of 

September 19, 1962, still protected under the renewal term from entering the public 

domain before comprehensive copyright law revision could occur, which would extend 

copyright term for those works.
61

 As a result, works projected to enter the public domain 

after September 19, 1962 were rescued numerous times, and received a  term of 

protection totaling ninety-five years–almost double of that initially expected.  

With respect to works covered under the 1909 Act, the Copyright Act of 1976 

only compounded the problem. Initially, the 1976 Act adopted a copyright term of life of 

the author plus an additional fifty years, as well as disposed of many of the required 

formalities like registration and renewal.
62

 In doing this, Congress hoped to remedy the 

inadvertent lapse of copyright protection, effectively making enjoyment of copyright 

much easier.
63

 However, the 1976 Act had some retroactive impact on works subsisting 

                                                 
58

 Copyright Act of 1909, § 23, 320 Stat. 1080. 
59

 See supra Part II.A.1.b. 
60

 Brauneis, supra note 21, at 495. 
61

 See Id. at 495-96. 
62

 Copyright Act of 1976, Pub. L. No. 94-553, § 302(a), (1976) (enacted). 
63

 2006 Copyright Report, supra note 2, at 43; citing H.R. Rep. No. 94-1476, at 134 (1976). 
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at the time of its enactment. Specifically, the Copyright Act of 1976 initially provided 

that works protected by copyright under the 1909 Act that is within their first twenty-

eight-year term when the 1976 Act went into force were eligible for a renewal term of 

forty-seven years, totaling seventy-five years of copyright protection.
64

 Works protected 

under the 1909 Act that were already within their second twenty-eight-year renewal term, 

or for which renewal would be made between December 31, 1976, and December 31, 

1977, were provided with an extension to the renewal term totaling seventy-five years.
65

 

In either case, the copyright term extended to a total of seventy-five years from first 

receiving copyright protection.
66

 However, another twenty years were added to the 1976 

Copyright Act terms by virtue of the Sonny Bono Copyright Term Extension Act, 

providing a total of ninety-five-years of protection for works whose protection subsisted 

on January 1 1978, and live of the author plus seventy years for works acquiring 

protection on or after January 1, 1978.
67

  

To make matters more complicated, the Copyright Renewal Act of 1992 

“retroactively lifted the requirement of renewal for all works published between January 

                                                 
64

 Copyright Act of 1976, Pub. L. No. 94-552, § 304(a), (1976) (enacted). Works that are within their first 

copyright term under the 1909 Act at the time the 1976 Act entered into force refers to all works created 

after January 1, 1951. (see Brauneis, supra note 21, at 485 n.11). Those works specifically were eligible for 

a copyright renewal term of forty-seven years as a result of the 1976 Act, and a total of seventy-five years 

of protection. Therefore, as a result of this Act, those works were to begin entering the public domain on 

January 1, 2026, provided the owners renewed the registration.  
65

 Copyright Act of 1976, Pub. L. No. 94-552, § 304(b), (1976) (enacted). Works that are within their 

renewal term under the 1909 Act at the time the 1976 Act entered into force refers to all works created 

between January 1, 1923 and December 31, 1950. Those works enjoyed a copyright renewal term extension 

to a maximum seventy-five years of copyright protection. As a result of this Act, these works were to begin 

entering the public domain on January 1, 1999. 
66

 Circular 15A: Duration of Copyright, COPYRIGHT OFFICE 2, (2011) available at 

http://www.copyright.gov/circs/circ15a.pdf. 
67

 Sonny Bono Copyright Term Extension Act of 1998, Pub. L. No. 105-298, § 101 (1998) (enacted). As a 

result of this Act, all works whose protection subsisted on January 1, 1978, when the 1976 Act entered into 

force, enjoyed a total of ninety-five years of protection, providing that no work receiving copyright 

protection after January 1, 1923, will enter the public domain before January 1, 2019. (Sherman, supra note 

8, at 16.) “[O]nly works created before 1923 have ever fallen into the public domain, and no works created 

after 1923 will enter the public domain until 2019.” Id.  
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1, 1964, and December 31, 1977.”
68

 Therefore, works that acquired federal copyright 

protection during this time enjoyed a total of seventy-five years of protection, until the 

enactment of the Sonny Bono Copyright Term Extension Act increased that number to 

ninety-five. Copyright owners who acquired rights during this time-period thus were not 

required to provide updated copyright owner information to the public, causing the 

ownership information provided in the initial registration to become more outdated. 

The combination of copyright term extensions has had a direct impact on the 

orphan works problem.
69

 Under a shorter copyright term, would-be users are under a 

lighter burden when seeking authorization from an owner. The number of orphan works 

increased because “[l]onger copyright terms create longer periods of time in which 

copyright ownership can change hands, making it more difficult yet to locate the 

owner.”
70

 The numerous extensions of copyright term effectively prevented numerous 

works from entering the public domain at the time initially anticipated.
71

 Moreover, the 

length of those copyright terms provides a significantly large amount of time in which 

ownership can change hands without imposing an obligation to provide current 

ownership information to the public, resulting in the orphan works problem.  

In combination, the abolition of copyright formalities and the numerous copyright 

term extensions have given rise to the orphan works problem. The registration and 

renewal requirements under the 1909 Act helped prevent the orphan works problem from 

spinning out of control by providing at least some ownership information to the public or 

                                                 
68

 Brauneis, supra note 21, at 500. 
69

 Muller supra note 33, at 85.  
70

 Id at 83; citing Olive Huang, U.S. Copyright Office Orphan Works Inquiry: Finding Homes for the 

Orphans, 21 BERKELEY TECH. L. J. 265, 268 (2006).   
71

 Christine Quintos, Congress’ Green Monster: Copyright Extension and the Concern for Cash Over the 

Propagation of Art, 12 DEPAUL-LCA J. ART. & ENT. L 109, 130 (2012). 
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causing works to enter the public domain. However, when the 1976 Act entered into 

force, it sowed the seeds for the orphan works problem to grow. Moreover, disposing of 

all formalities in order to comply with Berne catalyzed the problem by foregoing 

obligations to provide such information to the public, let alone keep it current. 

Furthermore, by opting to extend the copyright term on multiple occasions, the orphan 

works problem was truly able to grow. Any available ownership information is easily 

rendered inaccurate because there is no requirement that records be maintained. The 

orphan works problem is no big secret, and the legislative and executive branches of the 

United States government have taken note, and proposed solutions. However, this issue is 

not limited to United States copyright law. In fact, many foreign countries have both 

identified the significance of the problem, and attempted to provide some form of 

resolution.  

B. Finding a Solution to the Orphan Works Problem 

In recent years, the legislative and executive branches of the U.S. government 

have focused attention on the orphan works problem as a real threat to American works. 

The Copyright Office has issued lengthy reports on the orphan works problem and its 

relation to efforts of mass digitization of copyrighted works.
72

 More recently, however, 

legislators have attempted to enact legislation seeking to remedy the orphan works 

problem in a more comprehensive way. In 2006, House Judiciary Committee Intellectual 

                                                 
72

 See 2006 Copyright Report, supra note 2; 2015 Copyright Report, supra note 4. In those reports, the 

Register of Copyrights discusses at length not only the impending problem and its various causes, but the 

various ways in which other countries around the world are addressing the orphan works problem. Taking 

those into consideration, the Register of Copyrights made suggestions for legislators to draft and adopt laws 

that provide for use of orphan works subject to a remedy limitation for commercial users, and an exception 

for noncommercial users. The legislators adopted these suggestions into the Orphan Works Act of 2006, 

and the Shawn Bentley Orphan Works Act of 2008, almost verbatim. However, those efforts were 

unsuccessful, and current U.S. copyright law lacks authority on the orphan works problem. 
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Property Subcommittee Chairman, Lamar Smith introduced the Orphan Works Act,
73

 and 

again in 2008 Senate Judiciary Committee Chairman, Patrick Leahy introduced the 

Shawn Bentley Orphan Works Act.
74

 Neither of these bills ever gained enough traction, 

and ended up expiring at the end of their respective congressional sessions.
75

 As a result, 

the Copyright Act of 1976 remains silent on the orphan works issue specifically, leaving 

the public to rely on various fair use exceptions present in the copyright law.
76

 

1. U.S. Copyright Office Suggests Remedy Limitation Solution 

In January 2005, recognizing the issue that orphan works presents to continued 

use of copyrighted works, Senators Orrin Hatch and Patrick Leahy asked the Copyright 

Office to study the orphan works problem in detail and issue recommendations.
77

  The 

Copyright office identified three goals sought by any solution to the orphan works 

problem.
78

 Those three goals are to (1) increase the likelihood of finding an owner and 

negotiating a license to use the work; (2) permit use of orphan works, taking into 

                                                 
73

 See Orphan Works Act of 2006, H.R 5439, 109th Cong. (2006). 
74

 See Shawn Bentley Orphan Works Act of 2008. S. 2914, 110th Cong. (2008). 
75

 Michael Zhang, Orphan Works Copyright Law Being Considered Again in the U.S., PETALPIXEL, (July 

21, 2015) available at http://petapixel.com/2015/07/21/orphan-works-copyright-law-being-considered-

again-in-the-us/. At the time this Thesis was submitted, a third proposal for resolving the orphan works 

problem is being discussed, but a bill has not yet been drafted. Id. 
76

 See Copyright Act of 1976, 17 U.S.C. §§ 107, 108(h) (2012). Although not presented as an orphan works 

statute, Section 108(h) of the 1976 Copyright Act does introduce an exemption to copyright infringement 

for very limited circumstances, which is applicable to the orphan works problem. Section 108(h) permits 

libraries, archives, and nonprofit educational institutions, acting as libraries or archives, to reproduce, 

distribute, display, and perform for purposes of preservation, scholarship, or research. This right to use 

vests upon the determination that the work is not subject to commercial exploitation or that the work cannot 

be obtained at a reasonable price, as long as the copyright owner has not provided a notice regarding those 

conditions.  However, this statute is not categorized as an orphan works statute, because it does not address 

whether the owner or author is either locatable or identified. Instead, it is classified as an express form of 

fair use.  In this instance, libraries, archives, and nonprofit educational institutions are not seeking 

commercial exploitation, nor are they incorporating existing works into anthologies. Instead, their efforts 

are directed toward preservation of dated works that may be dilapidated, or for which newer copies are 

difficult to acquire.   
77

 Letter from Orrin G. Hatch & Patrick Leahy, United States Senators, to Marybeth Peters, Register of 

Copyrights (Jan. 5, 2005) (included in 2006 Copyright Report, supra note 2). 
78

 2006 Copyright Report, supra note 2, at 8. 
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consideration that an owner may reappear after use has begun; and (3) adopt a solution 

that is efficient and reduces burdens on all stakeholders.
79

 Pursuant to those goals, the 

Copyright Office suggested: 

if the user has performed a reasonably diligent search for the copyright 

owner but is unable to locate that owner, then that user should enjoy a 

benefit of limitations on the remedies that a copyright owner could obtain 

against him if the owner showed up at a later date and sued for 

infringement.
80

 

To affect this solution, the Copyright Office suggested a revision to Chapter 5 of the 

Copyright Act regarding copyright infringement and remedies,
81

 and provided specific 

language for a starting point.
82

 Thus, the resulting recommendation consists of two 

primary components: the requirements establishing a search as reasonably diligent and 

providing attribution to the author or owner, if known; and limitations on the available 

remedies to reappearing owners.
83

 The Copyright office provided detailed 

recommendations for developing not only the criteria that would qualify a search as 

reasonably diligent, but also different considerations one should take in conducting such 

a search.
84

 

In the report, the Copyright Office recognized that the Copyright Act contains 

various provisions that tangentially address the orphan works problem, but the Act as a 

whole lacks a comprehensive solution.
85

  Those statutory provisions
86

 “either reduce (or 

eliminate) the legal sanctions against certain limited uses of orphan works, or address 

                                                 
79

 Id. 
80

 Id. 
81

 Id. at 93. 
82

 Id. at 127. 
83

 Id. at 96. 
84

 See Id. at 96—110.  
85

 See Id. at 44. 
86

 Id. at 44; citing Copyright Act of 1976, 17 U.S.C. §§ 108(h), 115(b), 504(c), 203, 304(c), 304(d). 
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situations similar to the orphan works situation.”
87

 To that effect, Copyright Office’s 

suggestions address situations in which “the use goes beyond any limitation or 

exemption, such as fair use.”
88

 The Copyright Office favored the remedy-limiting 

approach because they believed it addresses the needs of both commercial and 

noncommercial users, accounts for global developments, and has the benefit of providing 

certainty while still maintained consistency with existing copyright law doctrines 

addressing the problem.
 89

 

2. Domestic Orphan Works Legislative Efforts 

Resulting from the Register of Copyright’s suggestion for a remedy-limiting 

legislative act, House Judiciary Committee Intellectual Property Subcommittee Chairman 

Lamar Smith introduced the Orphan Works Act of 2006
90

 in response to the Copyright 

Office 2006 Report on Orphan Works, adopting the suggestions of the copyright office.
91

 

This bill failed to make it past the House Judiciary Committee.
92

  

The Shawn Bentley Orphan Works Act of 2008 reintroduced a remedy limitation 

approach to the orphan works problem.
 93

 Specifically, the bill provided limited remedies 

                                                 
87

 Id. at 52. 
88

 Id. In the 2015 Copyright Report, the Copyright Office further explained that, “[u]nlike fair use, both of 

[the collective licensing and exceptions] approaches would require a good faith diligent search for the 

copyright owner” but that “in practice, they tend to be either rarely used or extremely limited in terms of 

the scope of users and uses covered.” 2015 Copyright Report, supra note 4, at 3. The search requirement 

was notably different from the fair use exception already available, but was valuable. Thus, the Copyright 

Office suggested legislative action above and beyond fair use that requires a diligent search, but does not 

suffer from the same limitations as collective licensing or outright exceptions. The result was a suggestion 

for a remedy limitation.  
89

 2015 Copyright Report, supra note 4, at 3.  
90

 See Orphan Works Act of 2006, H.R 5439, 109th Cong. (2006). The Orphan Works Act of 2006 is very 

similar to the Shawn Bentley Orphan Works Act of 2008. See Orphan Works Bills Introduced, PLAGIARISM 

TODAY, (April 25, 2008) available at https://www.plagiarismtoday.com/2008/04/25/orphan-works-bills-

introduced/.  
91

 James Aaron, Note and Comment: The Author’s Guild v. Hathitrust: A Way Forward for Digital Access 

to Neglected Works in Libraries, 16 LEWIS & CLARK L. REV. 1317, 1323 (2012). 
92

 Id. at 1323.  
93

 See Shawn Bentley Orphan Works Act of 2008. S. 2914, 110th Cong., § 2(c) (2008).  
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in the form of a reasonable royalty.
94

 The subsequent user (i.e. alleged infringer) was 

required to prove by preponderance of the evidence that prior to the infringing action, 

they performed and documented a qualifying good faith search to locate and identify the 

owner of the copyright, were unable to locate them, provided reasonable attribution to the 

legal owner if known, and provided some notification of use.
95

 The form of this 

notification was to later be determined by the Register of Copyrights.
96

  

The Act then provided guidelines constituting what would be considered a good 

faith search, which included a search of the records of the Copyright Office, other 

reasonably available sources of authorship or ownership, the use of appropriate 

technology tools and printed publications where available, expert assistance where 

reasonable, and appropriate databases, including those available through the Internet.
97

 In 

order to qualify as a reasonable search, these efforts must have been meticulously 

documented, and consistent with Recommended Practices made available by the 

Copyright Office.
98

  These Recommended Practices were to be determined, maintained, 

and periodically updated, as well as vary among applicable subject matters, as the 

Register of Copyrights saw fit.
99

  A failure to comply with these procedures rendered the 

subsequent user of the copyrighted work ineligible for a remedy limitation, amounting to 

copyright infringement.
100

 Subsequent users under this Act were only subject to pay 

reasonable compensation
101

, which defined in the Act is “the amount on which a willing 

buyer and willing seller in the positions of the infringer and the owner of the infringed 

                                                 
94

 S. 2913, § 2(c)(1)(A). 
95

 S. 2913, § 2(b)(1)(A).  
96

 S. 2913, § 2(b)(1)(A)(iii). 
97

 S. 2913, § 2(b)(2)(A)(iii). 
98

 S. 2913, § 2(b)(2)(A)(iii). 
99

 S. 2913, § 2(b)(2)(B)(i).  
100

 S. 2914, § 2(b)(3).  
101

 S. 2913, § 2(c)(1)(A). 
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copyright would have agreed with respect to the infringing use of the work immediately 

before the infringement began.”
102

 If the infringer was a nonprofit educational institution, 

museum, library, archive, or public broadcasting entity, they enjoyed full immunity from 

compensating the copyright owner.
103

  The Act also permitted injunctive relief.
104

 An 

author who qualifies for the limitation is neither stripped of their copyright protection in a 

resulting compilation or derivative work,
105

 nor does it affect any right, limitation or 

defense to copyright infringement otherwise available under the Copyright Act of 

1976.
106

 Although this approach initially had plenty of support, it ultimately failed for 

numerous reasons, discussed below. 

Effectively, the Shawn Bentley Orphan Works Act would have provided a 

defensive tool in the scope of copyright infringement litigation that would prevent a 

subsequent user from paying statutory damages for willful infringement.
107

  A subsequent 

user undertaking the seemingly daunting task of a reasonably diligent search would not 

thereafter be shielded from the pending litigation threat. Depending on the search costs, 

in some cases it may have actually been a more economical use of their time and 

                                                 
102

 S. 2913, § 2(a)(3). 
103

 S. 2913, § 2(c)(1)(B). In order to enjoy this immunity, the infringer was required to prove by 

preponderance of the evidence that the infringement was performed without purpose of commercial 

advantage, primarily for educational, religious, or charity, and infringement ceased immediately upon 

notification of infringement from the copyright owner. S. 2913, § 2(c)(1)(B)(i-iii). 
104

 S. 2913, § 2(c)(2). The limitation of the injunctive relief remedy permitted a subsequent user to continue 

preparation of a new work containing the original so long as there was payment of reasonable 

compensation, and provided attribution. S. 2913, § 2(c)(2)(B)(i-iii).  
105

 S. 2913, § 2(e). 
106

 S. 2913, § 2(d). 
107

 Section 405(c) of the Copyright Act of 1976 provides that a copyright owner can recover statutory 

damages in the case of willful infringement, which allows an increase in the award. 17 U.S.C. § 405(c). To 

defend against a claim for statutory damages, an infringer must prove that they were unaware or had no 

reason to believe that their acts constituted infringement. Id. The Shawn Bentley Orphan Works Act of 

2008 would have provided infringers with a defense against a finding of willful infringement. Subsequent 

users of orphan works knowingly and willfully use works known to be protected by copyright without 

permission, resulting from the status of the work as an orphan. Therefore, by limiting the remedy to a 

reasonable amount, this act effectively prohibited statutory damages against infringers of orphan works.  
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resources to risk the infringement lawsuit and seek to settle the matter if the owner later 

appeared. Under this approach, a subsequent user has two realistic options: expend time 

and resources to qualify for a remedy limitation and still compensate a reappearing 

owner, or risk the infringement lawsuit from a reappearing owner and push for settlement 

in the event of a reappearing owner.  

C. Solutions Derived from Foreign Laws 

The orphan works problem is not just a domestic copyright problem. It is an 

internationally recognized problem, with which nations have been grappling for some 

time. Foreign nations have suggested, and some have implemented, various ways to 

address the issues presented by the orphan works problem.  Those methods include 

implementation of compulsory licenses, remedy limitations, and other more detailed 

approaches involving various combinations of registries, diligent search records, and 

exempted uses. Many of these approaches are unique, while others incorporate existing 

concepts and apply them specifically to orphan works. In this regard, the United States is 

lagging. The United States has attempted, on multiple occasions, to enact legislation and 

has presented other suggested changes that seek to resolve the orphan works problem 

plaguing the domestic copyright system, but each attempt has, for various reasons which 

will be discussed, been rejected.  

1. Method 1: Registry and Remedy Limitation  

In 2012, the European Union (“E.U.”) adopted Directive 2012/28/EU of the 

European Parliament and of the Council regarding certain permitted uses of orphan works 
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(“Directive”).
108

 Recognizing that the “orphan work status can present obstacles to the 

function of the internal market and use of, and cross-border access to, orphan works[,]”
109

 

the E.U. implemented a solution that seeks to remedy the orphan works problem in the 

E.U. The goal is to encourage Member States to adopt legislation to permit uses of 

orphan works by publicly accessible libraries, educational establishments, museums, 

archives, heritage institutions, and public-service broadcasting organizations.
110

 The 

Directive also sets out requirements for establishing a given work as an orphan, involving 

a good faith diligent search for the right holders.
111

  The diligent search required by this 

Directive to establish orphan status requires consulting sources determined by each 

Member State individually.
112

 In any case, however, Member States are encouraged to 

consult agreed-upon guidelines expressed in the High Level Working Group on Digital 

Libraries established as part of the i2010 digital library initiative.
113

 These guidelines 

state that organizations that represent European right holders and cultural institutions 

agree to a set of diligence guidelines, and that a work will only be classified as an orphan 

if the relevant criteria, as well as documentation of the procedure, were both followed and 

the right holders were still not found.
114

  Once a copyrighted work is qualified as an 

orphan, organizations established by the Member States are to maintain records relating 

to the results of searches, any change of orphan work status, and any use of the orphan 

works by those organizations, all of which will be made available to the public through 

                                                 
108

 See E.U. Orphan Works Directive, supra note 13.  
109

 Id. at L299/5 (8).  
110

 E.U. Orphan Works Directive, supra note 13, at L299/6 (9). 
111

 Id. at art. 3. 
112

 Id.  
113

 Id. at L299/6 (14); see also High Level Expert Group on Digital Libraries, Digital Libraries: 

Recommendations and Challenges for the Future, I2010 DIGITAL LIBRARIES INITIATIVE 1 (2009) 

http://www.dlorg.eu/uploads/External Publications/HLG Final Report 2009 clean.pdf.  
114

 See High Level Expert Group on Digital Libraries, supra note 113, at 4. 
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an online database.
115

 The effect of this database prevents repeating the same diligent 

search multiple times by numerous parties, and lends itself to providing further 

information that may help in later identifying an author of an orphan work. 

2. Method 2: Compulsory License  

In 2013, the United Kingdom (“U.K.”) enacted the Enterprise and Regulatory 

Reform Act of 2013 (“Enterprise Act”), implementing the EU Directive discussed in the 

previous section.
116

 It is an act intended to, among other things, address issues related to 

orphan works in copyright law.
117

 In essence, the Enterprise Act established a 

compulsory license for individual and institutional users of works categorized as orphan 

works.
118

 

Specifically, section 77 grants to the Secretary of State the authority to grant 

licenses for works qualifying as orphan works under the regulations.
119

 Moreover, it 

states that a work may qualify as an orphan work if the owner of the copyright has not 

been found after a diligent search conducted in accordance with the regulations 

established in the Act.
120

 The grant of the compulsory license would be the same as if 

were granted by the missing owner without divesting certain exclusive rights belonging 

to the missing owner.
121

 Further, the users of orphan works are to pay a royalty, held by 

the Secretary of State on behalf of the copyright owner, in the event they later appear.
122

 

                                                 
115

 E.U. Orphan Works Directive, supra note 13, at art. 3(6).  
116

 Enterprise and Regulatory Reform Act, 2013 ch. 24, (U.K.) (amending The Copyright, Designs, and 

Patents Act of 1988); Bunce, supra note 3, at 245-46. 
117

 Enterprise and Regulatory Reform Act, supra note 116, at §§ 74-78. 
118

 Bunce, supra note 3, at 245-46.  
119

 Enterprise and Regulatory Reform Act, supra note 116, at § 77(1).  
120

 Id. at § 77(3).  
121

 See Bunce, supra note 3, at 273. Under section 116(B), a reappearing author is not prevented from 

subsequently limiting or excluding the grant of licenses permitted under this regulation. Enterprise and 

Regulatory Reform Act, supra note 116, at § 116B. Therefore, under this act, the Secretary of State, in 
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The U.K. has essentially adopted a system that requires a would-be user to 

undertake a diligent search for the actual owner of the copyright.
123

 After a diligent 

search yields no results regarding the identification of the owner, the would-be user 

receives a license and must pay a royalty to use the work.
124

 This system seems provides 

a means by which subsequent users are able to mitigate the orphan works problem by 

seeking permission from the Secretary of State to use a qualified orphan work, or 

qualifying the work as an orphan pursuant to the search guidelines. However, given the 

costs associated with performing a diligent search, and the potential costs of facing 

litigation for unauthorized use, unless a work is already qualified as an orphan work for 

which a license is available, the problem subsists. It attempts to strike a balance between 

the copyright owner who has an interest in exploiting the value of their copyright, and 

risk-averse subsequent users hoping to incorporate that work into something else. It 

provides for use regardless of whether the author is able to be located or not. 

D. Berne Convention – Three-Step Test for Limitations and Exceptions 

Enacting orphan works legislation is not an easy feat by any means. Any orphan 

works legislation must comply with international copyright obligations pertaining to 

exceptions and limitations to copyright infringement, such as that imposed by the terms 

of the Berne Convention. Article 9 of the Berne Convention permits Union Member 

States to enact local legislation that serves as a limitation or exception to copyright 

infringement in very specific circumstances.
125

 Specifically, the text states: 

                                                                                                                                                 
granting licenses, is merely acting as a surrogate for the copyright owner, until a point in time in which the 

copyright owner makes themselves known and asserts their rights. 
122

 Enterprise and Regulatory Reform Act, supra note 116, at § 116C(3). 
123

 Id. at § 116A(3). 
124

 Id. at § 116C(3). 
125

 Berne Convention, art. 9(2), Sept. 9. 1886. 102 Stat. 2853 (1988).  
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 It shall be a matter for legislation in the countries of the Union to permit 

the reproduction of [literary and artistic] works in certain special cases, 

provided that such reproduction, does not conflict with a normal 

exploitation of the work, and does not unreasonably prejudice the 

legitimate interests of the author.
126

 

 

The WTO Panel provided clarification on how the Berne Three-Step Test ought to 

apply in practice by applying the test to Section 110(5) of the U.S. Copyright Act.
127

  The 

first step of the Berne Three-Step Test permits limitations or exceptions to the enjoyment 

of rights only in “certain special cases.” Construing the phrase “certain special cases” in 

accordance with the “ordinary meaning of the terms in their context and in the light of its 

object and purpose”
128

 the Panel reasoned that the phrase refers to situations that are not 

only clearly defined,
129

 but also “limited in its field of application or exceptional in its 

scope.”
130

 This requires that any exception or limitation of rights must be narrow in both 

a qualitative and quantitative sense.
131

  

The second step requires that the exceptions and limitations “not conflict with 

normal exploitation of the work.”
132

 The Panel construed this phrase to “refer[] to the 

activity by which copyright owners employ the exclusive rights conferred on them to 

extract economic value from their rights to those works.”
133

  It was concluded, however, 

that legislative exceptions or limitations to exclusive rights conflict with normal 

exploitations of a work when they “enter into economic competition . . . and thereby 

                                                 
126

 Id. 
127

 Panel Report, United States – Section 110(5)(B) of the Copyright Act of 1976, WT/DS160/R (June 15, 

2000) [hereinafter Section 110(5)(B) Panel Report]. 
128

 Id. at 6.107. 
129

 Id. at 6.108. 
130

 Id. at 6.109. 
131

 Id.   
132

 Berne Convention, art. 9(2), Sept. 9. 1886. 102 Stat. 2853 (1988). 
133

 Section 110(5)(B) Panel Report, supra note 127, at 6.164. 
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deprive them of significant or tangible commercial gains.”
134

 Under this construction, any 

orphan works legislation directed toward commercial use potentially places the 

legislative act out of Berne compliance, unless evidence suggests that the orphan work 

itself is no longer economically exploited. 

The third step requires that an exception or limitation “does not unreasonably 

prejudice the legitimate interests of the author.”
135

 The Panel determined that an 

exception or limitation unreasonably prejudices the legitimate interests of the author 

when it “causes or has the potential to cause an unreasonable loss of income to the 

copyright owner.”
136

 This third step goes almost hand-in-hand with the second, 

suggesting that any exception or limitation that would allow a non-owner to potentially 

cause significant harm to economic interests of the actual owner would be inappropriate. 

In this sense, if it is merely foreseeable that the use of an orphan work would reduce the 

ability to economically exploit a work, then any legislation to that effect would not be 

Berne-compliant. 

As a Berne Member, the United States is obligated to consider their international 

copyright obligations when seeking to enact domestic legislation.
137

 Because of this, any 

legislative efforts aimed at resolving the orphan works problem must take into 

consideration whether its impact will be consistent with international copyright 

obligations. This makes passing such legislation much more difficult to accomplish, 

given that Berne prevents not only formalities, but prohibits exceptions and limitations to 

copyright enjoyment to certain special cases. While legislation directed toward non-

                                                 
134

 Id. at 6.183. 
135

 Berne Convention, art. 9(2), Sept. 9. 1886. 102 Stat. 2853 (1988). 
136

 Section 110(5)(B) Panel Report, supra note 127, at 6.229. 
137

 See Berne Convention Implementation Act of 1988, Pub. L. No. 100-568, (enacted) (1988). 
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commercial uses may pass the test, if qualitatively and quantitatively narrow in their 

application, there remains a large question as to whether commercial use of orphan works 

would ever be permitted through a legislative act. As a result, a judicially created 

framework operating on the basis of policy is a much more attractive and flexible option 

that circumvents the barriers imposed by Berne’s Three-Step Test.  

E. Analogizing Orphan Works to Lost or Abandoned Personal Property 

Section 202 of the Copyright Act distinguishes the intangible form of copyright 

from the tangible object incorporating the copyrighted expression.
138

 The transfer of 

ownership of the material object or objects incorporating the copyrighted work does not 

transfer any of the exclusive rights granted in Section 102, and vice versa.
139

 This 

suggests not only that the copy and the exclusive rights are conceptually separable and 

independent, but that both are articles of personal property that can be transferred, 

devised, leased, and even abandoned, mislaid, or lost.
140

 Indeed, “[c]opyright is treated as 

personal property.”
141

 Ownership of personal property is communicated by possession, 

but it can also be communicated by exercising the right to assert dominion and control 

over the thing that is owned in the absence of possession.
142

 Personal property law 

imposes a duty on owners to maintain property and ensure others know if their 

                                                 
138

 Copyright Act of 1976, 17 U.S.C. § 202 (2012). 
139

 17 U.S.C. § 202. 
140

 Muller, supra note 33, at 104; Lydia Pallas Loren, Building a Reliable Semicommons of Creative Works: 

Enforcement of Creative Commons Licenses and Limited Abandonment of Copyright, 14 GEO. MASON L. 

REV. 271, 281 (2007). 
141

 Id. 
142

 See generally Carol M. Rose, Article: Possession as the Origin of Property, 52 U. Chi. L. Rev. 73 

(1985) (discussing the various theories of possession giving rise to title). The maxim of common law is it 

relates to property is that “first possession is the root of title.” Id. at 75. Possession comes in the form of a 

“clear-act” or “a declaration of one’s intent to appropriate.” Id. at 77. Alternatively, possession comes in 

the form of “something that requires a kind of communication” to an “audience composed of all others who 

might be interested in claiming the object in question.” Id. at 78-89.  
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ownership.
143

 Copyright law should impose the same duty on owners and authors with 

respect to their works; to continue communicating ownership to the public. 

Personal property law largely balances on two concepts: possession
144

 and title.
 145

 

Having title to an article does not necessitate possession, and having possession does not 

necessitate having title.
146

 What really matters is notice to others of one’s right to possess 

or control personal property, not so much actual physical possession.
147

 Personal property 

law imposes a duty on owners to take care of the property and ensure that all third parties 

know that they own it, whether it be in the form of physical possession or exercising the 

right to control the property.
148

 The same can be said with respect to copyright 

ownership. An owner of a copyright possesses no physical object over which to exercise 

dominion and control. Instead, a copyright owner owns intangible rights to control what 

happens to the work.
149

 

Copyright is unique, in that the law imposes no duty on the owner to ensure the 

rest of the world knows about their status as an owner. A copyright owner currently faces 

no risk of losing their rights for failing to communicate this information, nor does a 

                                                 
143

 “The characteristics of personal property possession that will confer ownership through adverse 

possession are the same as for the more familiar doctrines of adverse possession of real property.” 2-13 

THOMPSON ON REAL PROPERTY, Thomas Editions § 13.04. “Possession thus means a clear act, whereby all 

the world understands that the pursuer has ‘an unequivocal intention of appropriating the [thing] to his 

individual use.’” Rose, supra note 142, at 76.  
144

 “Possession of personal property involves the power to control and the intent to control.” 63C AM. 

JURISPRUDENCE, PROP.,§ 28 
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 “A ’title’ is the evidence of a person’s right or of the extent of his or her interest.” Id. at § 25. 
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 “A person who knowingly has direct physical control over a thing which may be the subject of property, 

at any given time, is in actual possession of it.” Id. § 28. “A person who, although not in actual possession, 
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‘adverse possession.’” Rose, supra note 142, at 79. In order to maintain title, the owner must continue to 

possess or express that ownership status to all interested parties. 
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 See 63C AM. JURISPRUDENCE, PROP. §§ 25, 28. 
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copyright owner face a risk of those rights expiring prematurely. To acquire possession of 

a copyright, one simply needs to fix a work in a tangible medium of expression.
150

 The 

owner of that copyright is then free to enjoy the rights granted by the Copyright Act 

without any obligation to communicate their ownership to the public, and without any 

risk of their rights expiring. Without such an obligation, the public is at a disadvantage. 

Hopeful users may not know who owns the copyright, and therefore are unable to make 

an informed decision about whether they are able exploit the work in a way that would be 

beneficial to the public. Thus, public is deprived of the knowledge and expression of that 

work, and us otherwise unable to build on it or make use of it. The result is that the work 

risks disappearing out of the public domain forever, inconsistent with public policy. It is 

for this reason that copyright law must impose a duty on copyright ownership to make 

their ownership status known; so that the public may benefit when a copyright owner’s 

failure to assert ownership results in the work becoming part of the public domain. 

II. Analysis 

Despite the various efforts made at resolving the orphan works issue, domestic 

copyright law remains void of an effective orphan works resolution.  The legislative 

proposals made in the United States have struggled to pass for numerous reasons, 

resulting in our current situation. Similarly, foreign nations have adopted orphan works 

resolutions, but they too suffer from their own limitations. Historically, in order to fill 

gaps presented by legislative shortcomings, judges have been comfortable transposing 

and adapting other common law concepts into copyright law. As this relates to the orphan 

works problem, it presents an opportunity to explore a solution that anticipates pitfalls 
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and works around them in an effective manner without violation international copyright 

obligations: interweaving principles of abandonment and forfeiture from real and 

personal property into the fabric of copyright law.  

A. Domestic Efforts to Adopt Orphan Works Legislation Are Ineffective 

Domestic efforts to pass orphan works legislation generally suffer from four 

major pitfalls. First, there is significant tension between various types of artists and 

publishers regarding the impact of passing orphan works legislation. Second, both the 

language and the structure orphan works bills are incredibly vague, failing to define 

clearly the obligations of subsequent users. Finally, there is reluctance to pass orphan 

works legislation due to the increased reliance on the fair use defense to copyright 

infringement. Indeed, this was the case in Authors Guild, Inc. v. Hathitrust.
151

 Combined 

together, these four pitfalls have prevented effective orphan works legislation from 

passing, leaving a large hole in the copyright law. However, in the absence of successive 

legislation, judges are in a position to provide relief to the orphan works problem by 

considering concepts expressed in other areas of law. 

1. Tension between Visual Artists and Text Publishers 

Orphan works legislation has repeatedly failed to pass in the United States due to 

opposition from the graphic works and independent music communities.
152

 On the one 

hand, graphic and visual artists oppose orphan works legislation, because they view it as 
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 Authors Guild v. HathiTrust, 755 F.3d 87, 90 (2d Cir. 2014). 
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 See Illustrators Partnership of America, Visual Artists Go to Washington, Independent Record Labels 

Oppose Orphan Works Act, ILLUSTRATORS’ PARTNERSHIP OF AMERICA, (June 11, 2008), [hereinafter 

Visual Artists Opposition] http://illustratorspartnership.org/2008/06/11/visual-artists-go-to-washington-

independent-record-labels-oppose-orphan-works-act/; see also Illustrators Partnership of America, The 

Return of Orphan Works Part 1: The Next Great Copyright Act, ILLUSTRATORS’ PARTNERSHIP OF 
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creating a loophole in the copyright system that puts the enjoyment of their rights at a 

significant risk.
153

 On the other hand, text publishers expressed some support orphan 

works legislation that struck the proper balance between copyright owners and hopeful 

users of orphan works.
154

 The Shawn Bentley Orphan Works Act of 2008 failed to 

reconcile this tension by either limiting the application of the Act to only certain types of 

work, or devising a means by which the Act would continue to protect the rights of visual 

artists. As a result, there is no domestic orphan works legislation. 

Graphic and visual artists have been adamantly opposed to the creation of orphan 

works legislation in domestic copyright.
155

 The arguments made in opposition to 

proposed orphan works legislation are relatively simple. Graphic artwork, including 

sculptures, paintings, photographs, and some films, is typically circulated without any 

ownership information.
156

 Without this information attached to the work, a “diligent 

search” as provided under the orphan works legislative acts is not likely to uncover the 

relevant information needed to seek permission.
157

 Moreover, because these pieces of art 
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 See Visual Artists Opposition, supra note 152.  
154

 Andrew Albanese, Orphan Works Legislation Appears Unlikely, PUBLISHERS WEEKLY, (Mar. 8, 2013), 

http://www.publishersweekly.com/pw/by-topic/digital/copyright/article/56265-following-copyright-office-
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 Visual Artists Opposition supra note 152. “The Illustrators’ Partnership has stressed that Orphan Works 
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 See Sample Letter from Linda Joy Kattwinkel to Members of Congress (2006) (available at 

http://www.owe.com/resources/legalities/26-orphan-works-letter-congress-hr-5439/). “The potential harm 

to copyright owners is especially serious for authors of visual works, such as artwork, sculptures, 
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work and (2) it is particularly hard to search for such information about a visual work. All searches for 
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 Aaron C. Young, Copyright’s Not So Little Secret: The Orphan Works Problem and Proposed Orphan 

Works Legislation, 7 CYBARIS INTELL. PROP. REV. 202, 220 (2016). “There is no way to do an Internet 

search by dropping a JPEG of a photograph or a MP4 of a video into an internet search engine, which puts 

potential users of orphan visual works at a disadvantaged compared to users of text works when performing 
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are not literary or textual in nature, conducting word search (i.e., the only way searches 

online can be done), is not going to be fruitful without at least some basic prior 

information, such as a title or year of creation.
158

 Therefore, a “diligent search” presents 

no new information, thus qualifying it as an orphan under the law, and extremely limiting 

the artists’ rights to recover damages for infringement. In effect, this creates a loophole in 

the copyright system, permitting users who in fact conduct a “diligent search” in 

accordance with the legally determined requirements to freely copy and distribute 

without having to pay.
159

 Because a diligent search is unlikely to yield any more 

information regarding the ownership status of a work, the diligent search requirement 

does not work with respect to visual arts, and yet it creates a way for subsequent users to 

go ahead and use anyway.  

Text publishers, on the other hand, are primarily concerned with preserving 

literary texts that have become dilapidated, and whose numbers of copies have 

significantly decreased over time.
160

 More specifically, text publishers are concerned with 

digitizing literary works so that the damage or destruction of physical copies does not 

erase those works entirely.
161

 The text publisher’s arguments in support are also 

straightforward. Prior to Authors Guild v. HathiTrust, the literary works community 

generally favored orphan works legislation because it sought to rescue orphan works 

                                                                                                                                                 
this [remedy limitation] scheme would be to create compulsory licenses for any work, whether fifty years 

old or created yesterday, if authorship or copyright information is not easily discovered.” Id.  
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 See Visual Artists Opposition, supra note 152. “[P]hotographs on the Internet often have their own 

copyright ownership information stripped from them, despite the various metadata options available in the 

digital environment.” Id.  
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 Visual Artists Opposition, supra note 152. The proposed bill “ . . . establish[es] a new compulsory 

license’ by putting unregistered artists at a legal disadvantage in court.” Id.  
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 Trudi Bellardo Hahn, Mass Digitization: Implications for Preserving the Scholarly Record, 52 LIBRARY 

RESOURCES & TECHNICAL SERVICES 52, 18 (2008).  
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from what Google called “a sort of purgatory.”
162

 Moreover, literary works are much 

more prone to yielding informative results, increasing the likelihood that a “diligent 

search” conducted in accordance with the standards to be determined by the copyright 

office would present at least some information regarding the ownership status of a 

particular work.
163

 But even in the event that such a work fails to meet the criteria, it is 

likely that subsequent uses of literary works fall into the category of fair use, and thus are 

immune to infringement suits.
164

 It is plain to see why text publishers favored orphan 

works legislation, because enacting of such a law would provide an additional safety net 

to mass digitization efforts, and would allow publishers to get out from under the 

uncertainty of a fair use defense. 

This tension is what prevented the two orphan works bills from ever becoming 

law, and for good reason. The graphic artists raise legitimate concerns regarding the 

enjoyment of the rights in their work and the impact on those rights as we continue to 

migrate into a purely digital age. On the other hand, the text publishers raise equally 

legitimate concerns regarding preservation of culturally and historically significant 

literary works. Copyright law policy is unfulfilled if the public loses those works to 

dilapidation or lack of circulation efforts on the part of the owners or their heirs or 

assigns. The goal of an orphan works resolution must be to strike a proper balance 
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 Letter from David Drummond, Vice President, Corporate Development and General Counsel for 
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 Young, supra note 157, at 220. “A text search is able to be performed on numerous Internet search 
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between these competing interests: enjoyment of ownership in the rights and preserving 

the works going forward.  

3. Legislative Solutions Are Overtly Vague  

Domestic orphan works legislation suffers from being overly vague, and fail to 

provide subsequent users with anything helpful.
165

 First, relying upon a “diligent search” 

implies that there will be certain parameters in place describing what constitutes a 

diligent search.
166

 Moreover, the best practices parties are supposed to conduct to meet 

that requirement were never disclosed. The effect would be to “excuse copyright 

infringers from significant damages if they can prove that they made a ‘diligent effort’ to 

find the copyright owner.”
167

 Had the Orphan Works Act of 2008 passed, it would have 

imposed a significant burden on copyright owners to ensure information regarding 

ownership status widely available.  

First, what a user would have to do to qualify a search for ownership information 

of a work believed to be an orphan is unclear.
168

 The Shawn Bentley Orphan Works Act 

stated that “[a] search qualifies under paragraph (1)(A)(i)(I) if the infringer . . . 

undertakes a diligent effort that is reasonable under the circumstances to locate the owner 

of the infringed copyright prior to, and at a time reasonably proximate to, the 

infringement.”
169

 Furthermore, a diligent effort requires at a minimum a search of 

Copyright Office records, reasonably available sources of copyright ownership 
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 Shawn Bentley Orphan Works Act of 2008. S. 2914, 110th Cong., § 2(b)(2)(A)(i) (2008). 
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information, use of appropriate technology tools, printed publications, and expert 

assistance, and any other means that are reasonable and appropriate under the facts 

relevant to the search.
170

 This language fails to describe concrete guidelines one must 

follow when conducting such a search, and fails to express to what extent one must 

search those suggested means prior to a work qualifying as an orphan.  

This is concerning for two reasons: (1) subsequent users are unclear about the 

extent to which they must search for a copyright owner before their efforts warrant the 

remedy limitation granted by the Act;
171

 and (2) the vague search guidelines impose 

harsh obligations on copyright owners to ensure that their ownership status is 

determinable.
172

 Copyright owners should communicate their ownership status of 

copyrighted works, but the extent to which they must do so is just as unclear as the search 

guidelines themselves. The language of the act inadvertently places copyright owners at a 

significant risk for failing to make that information even remotely available. Since the 

search guidelines are indeterminate, so too is the extent to which a copyright owner must 

provide ownership information to prevent the works from being categorized as orphans. 

If copyright owners fail to communicate ownership status in such a way that is 

sufficiently discoverable pursuant to these indeterminate guidelines, they are not as 

protected. Owners will be unable to ascertain to what extent they must make that 

information available. Copyright owners should be required, even to a limited extent, to 

make that information known to the public for the purposes of protecting their work. 
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 S. 2914, 110th Cong., § 2(b)(2)(A)(ii).  
171
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Without a clearly defined standard of notice, however, copyright owners bear a 

significant burden in guessing what the appropriate level of notice of ownership would 

be.  

Second, what is reasonable and appropriate under the circumstances was to be 

determined by a set of “best practices” maintained by the Copyright Office.
173

 To be 

included in this “best practice” guide was certain “materials, resources, databases, 

technology tools, and practices that are reasonable and relevant to the qualifying 

search.”
174

 What constitutes a diligent search under this law was to be later determined by 

the Copyright Office, supported by recommended practices pertaining to each category or 

subcategory of works for conducting and documenting qualifying searches.
175

 

Collectively, these guidelines were intended to better define the obligations imposed by 

the “diligent effort” standard. To that effect, the Act itself failed to express even a 

minimum threshold for best practices, leaving the determination entirely up to the 

Copyright Office.  

It is foreseeable that the best practice guidelines could have imposed reasonable 

obligations. However, without clearly defining the parameters of a reasonably diligent 

search under the circumstances, the Act proposed a bill that “doesn’t offer any efficient 

opportunity for libraries or archives to make older works available, because the cost of a 

‘diligent effort’ is not going to be cheap.”
176

 Instead, the bill proposed a solution that 
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would only serve to benefit those with the ability to conduct qualifying searches, thus 

failing to reduce search costs.
177

  

In essence, the proposed orphan works legislative acts in the United States were 

too vague and ineffective to be successful. It is unclear whether the orphan works 

legislation would have actually added any value for would-be users of orphan works, and 

to what extent extra burdens would be placed on copyright owners to ensure their 

ownership information could be found in a diligent search. The lack of clarity regarding 

the parameters of a qualifying search made this particular legislative solution risky. An 

appropriate legislative solution should require an explicit minimum standard for 

qualifying a search as diligent. However, what would be sufficiently diligent is something 

that requires flexibility. Therefore, it is not something that should be determined through 

a legislative solution, but instead developed over time through judicial construction.  

4. Increased Reliance on Fair Use 

The fourth major limitation that domestic orphan works legislative efforts suffer 

from is the courts’ increased willingness to consider fair use. Fair use is an affirmative 

defense to copyright infringement that allows an alleged infringer, in limited 

circumstances, to escape liability for copying another’s work without permission.
178

 

Under the fair use doctrine, both commercial and noncommercial uses are acceptable, 

depending on certain relevant facts.
179

 However, the expansion of the fair use doctrine in 

recent history has prevented orphan works legislation from passing. 
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Fair use exists in section 107 of the Copyright Act as an express limitation on 

exclusive rights enjoyed by copyright owners.
180

 Codified from common law in 1976, fair 

use permits use of copyrighted works “for purposes such as criticism, comment, news 

reporting, teaching, scholarship, or research”
181

 and in once circuit, is considered a non-

infringing use.
182

 The language suggests, and indeed such has been affirmed by case law, 

that uses outside of those mentioned would possible fall under the umbrella of fair use, 

provided the factors as weighed support such a finding.
183

 The factors that are considered 

in fair use analysis are: (1) the purpose and character of the use, including whether such 

use is of a commercial or is for nonprofit educational purposes; (2) the nature of the 

copyrighted work; (3) the amount and substantiality of the portion used in relation to the 

copyrighted work as a whole; and (4) the effect of the use upon the potential market for 

or value of the copyrighted work.
184

  

United States District Courts’ extension of the boundaries of fair use has directly 

impacted the orphan works problem, such that a finding of fair use prevents a copyright 

owner from asserting their ownership against a subsequent user. That is precisely what 

happened in Authors Guild, Inc. v. Google, Inc., otherwise known as the Google Books 

case.
185

 In 2004, Google began what they referred to as the Library Project.
186

 This 
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project consisted of bi-lateral agreements between Google and a number of research 

institutions, under which participating libraries would submit books from their collection 

for Google to scan, extract, and create an index of the text of more than twenty million 

copyrighted and public domain books.
187

 In the process of digitizing these books, Google 

was able to create the Google Books search engine, which allowed members of the public 

to enter search terms that would return a list of books in which those terms appear.
188

 On 

the occasion that the book was otherwise available in print, the search results would 

provide the searcher a link to either purchase or locate a copy in a library, for which 

Google received no compensation, even when users subsequently purchased the book 

from the provided link.
189

 However, as a part of the agreements with the libraries, Google 

provided each library to download the digital versions of the books, as well as the 

searchable versions.
190

 The Authors Guild sued Google alleging copyright infringement. 

The court held that Google’s digitization “for the purpose of providing the public with its 

search and snippet view functions . . . is a fair use and does not infringe [Authors Guild’s] 

copyrights in their books.”
191

 In reaching this conclusion, the court weighed the four 

factors of the fair use defense,
192

 but put particular emphasis on the first factor and 

determining Google’s actions to be transformative.
193

 Within its discussion of the first 

factor, the court considered Google’s potential commercial motivation behind the Google 

Library Project.
194

 The court reasoned that while commercial motivations may cut against 
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a finding of fair use, the notion that commercial use is presumptively unfair is 

“enormously overstated.”
195

  

The Google Library Project, along with its partnership institutions, digitized large 

volumes of works, some of which contained orphan works.
196

 Thus, fair use has been 

applied, although indirectly, to rescue orphan works from disappearing. However, the 

decision in the Google Books case served to expand the role of fair use in U.S. copyright 

law. It permits a finding of fair use no matter the extent copying takes place, so long as it 

adds enough of something new and different to serve the policy goals of copyright to 

promote progress. This expansion of the fair use doctrine by increasingly prevents 

legislative resolution because it provides a method for escaping copyright infringement 

liability from reappearing owners. Additional legislation directed toward remedying the 

orphan works problem would provide too much overlap between itself and fair use, 

increasing the likelihood that owners would be unable to enforce their rights effectively.  

The Google Books case exhibits how much fair use can help to remedy the orphan 

works problem without legislative action. The major concern, however, is that “a fair use-

only approach does little to encourage users to search diligently for copyright owners.”
197

 

Some scholars have even suggested that relying entirely on fair use would solve the 

problem.
198

 The application of the fair use doctrine to cover Google’s mass digitization 

                                                 
195

 Id. 
196

 One of the research institutions was the University of Michigan, who was involved in a related lawsuit 

for its Orphan Works Project. Authors Guild Inc. v. HathiTrust Inc., 755 F.3d 87, 92 (2014). The project 

attempted to identify authors of out-of-print works, and used the text searchability functions provided by 

Google. Id. If the researchers were unable to identify the author, they declared the work an orphan and had 

the work digitized by Google. Id. The court found the digitization efforts to be fair use, While the case did 

not reach the merits of the Orphan Works Project itself, the court concluded that the balancing of factors 

favored the acts of the libraries in digitizing their collections. Id. at 101. 
197

 2015 Copyright Report, supra note 4, at 3. 
198

 See David R. Hansen, et al., Article: Solving the Orphan Works Problem for the United States, 37 

COLUM. J.L. & ARTS 1, (2013).  



 

45 

 

efforts, which were commercially motivated, was an extension of that doctrine that 

served to prevent sweeping orphan works legislation from passing, because it provided at 

least one way to circumvent the costs associated with locating the owner of an orphan 

work. Since Google’s use of these works was considered fair, in spite of being 

commercially motivated, it is highly likely that fair use would be permitted in numerous 

cases of noncommercial use, which was the primary focus of orphan works legislation.
199

  

It is important to note, however, that employing the fair use doctrine is not only a 

large risk, but does not eliminate the threat of litigation. Fair use still must be proven in 

the courtroom. While fair use is flexible enough to strike the proper balance between the 

competing interests of copyright owners and subsequent users, the resulting lack of 

certainty presented by the application of the fair use doctrine does very little to provide 

would-be subsequent users the level of certainty they seek prior to using an orphan work. 

For that reason alone, employment of the fair use doctrine is, at best, an incomplete 

resolution to the orphan works problem.  

B. The Limitations of Foreign Solutions 

The solutions adopted by foreign jurisdictions, while helpful, also suffer from 

severe limitations. First, the obligations imposed by orphan works legislation increases 

transaction costs. Second, the two foreign solutions already discussed are just plainly not 

acceptable models for incorporation into the United States copyright law. Finally, foreign 

orphan works legislation does not eviscerate the risk of litigation; the ultimate goal of 

resolving the orphan works problem. As a result, the models that are currently in force in 
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other jurisdictions are not ideal models to adopt into domestic copyright law to provide 

relief from the orphan works problem. 

1. Imposed Obligations on Would-Be Users is Too Burdensome 

The available legislative solutions impose obligations on would-be users that is 

entirely too burdensome to offer an effective solution. Transaction costs associated with 

seeking authorization are already high with respect works that are not orphans.
200

 

Legislation that requires diligent searches conducted pursuant to expressed guidelines, 

and the subsequent use of a registry or database to collect this information, only increases 

those costs without significantly increasing the likelihood of identifying the copyright 

owner. Moreover, the use of a database or registry to monitor the status of orphan works 

does not provide a solution to the visual artist community.
201

 

The transaction costs associated with conducting diligent searches are more likely 

to turn would-be users away from considering the use of orphan works, much in the same 

way that the litigation risk has historically prevented their use. Copyright clearance costs 

are extremely high, even for works containing sufficient information that would allow a 

subsequent user to contact a copyright owner in order to seek permission.
202

 Those costs 

affect the licensing efforts in such a way that tends to shy would-be users away from 

making use of a given work.
203

 This is particularly true when the would-be user is a non-

profit organization seeking to make use of an orphan work for noncommercial 
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purposes.
204

  However, copyright clearance efforts, no matter how costly or endless, may 

never actually provide fruitful results. In order to establish that a search was diligent 

enough to satisfy the search requirements under the legislative solutions would only 

increase such costs, making the use of orphan works even more unattractive. 

The touchstones of all orphan works legislation are the diligent search guidelines 

and the use of registries and databases that maintain the results of those searches for later 

parties to monitor a work’s status as an orphan. The collection of searches, registries, and 

databases is too burdensome on would-be users creating a significantly high bar to 

establish anything as an orphan work.
205

 

The reliance on databases to aid in searches going forward is not helpful. As 

addressed by members of the visual arts community, text-searchable databases do not 

yield any significant results with respect to ownership of visual arts, because such works 

typically circulate without such information. Therefore, establishing and relying on 

databases and registries for qualifying works as orphans is not an effective means of 

reducing the number of orphan works in existence. 

2. Foreign Methods Are Unacceptable 

Both the domestic and foreign efforts to provide an orphan works solution are too 

limited to have a significant impact. The E.U. directive provides for use of orphan works 
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in a limited non-commercial fashion. This directive draws a distinct parallel to exceptions 

and limitations already included in the United States law, and so incorporating them 

would not provide any novel solution Moreover, the U.K. model establishing a 

compulsory license does not limit use of orphan works in the same fashion because it 

provides for commercial use. However, this compulsory license model poses significant 

questions regarding to compliance with international obligations. 

The E.U. Directive provides that subsequent users can make non-commercial use 

of orphan works. It encourages Member States to adopt legislation providing for the use 

of orphan works by public libraries, educational establishments, museums, archives, 

heritage institutions, and public-service broadcasting organizations.
206

 While this presents 

no issue with respect to the Berne Three-Step Test, it is already a limitation present in 

U.S. copyright law.
207

 Section 108(h) of the 1976 Copyright Act is an exception to 

copyright infringement enjoyed by libraries, archives, and nonprofit educational 

institutions, acting as libraries or archives.
208

 It permits these entities to reproduce, 

distribute, display, and perform works for the purposes of preservation, scholarship and 

research.
209

 When it is determined that a work is not subject to commercial exploitation, 

these entities are then granted the right by virtue of section 108 to conduct these activities 

with respect to the work.
210

 In the event that these types of activities are for some reason 

not exempt from copyright infringement, fair use doctrine may also save them. In any 

event, the types of conduct permitted under the E.U. Directive with regard to orphan 

works are practically identical in substance and form to law already in force in the U.S. 
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Therefore, merely adopting this legislative proposal into the U.S. system would not 

provide any additional benefit. 

On the other hand, the U.K. compulsory license model is also an unacceptable 

method that U.S. copyright law should not borrow. The legislative act of the U.K., which 

establishes a compulsory license model, raises questions about whether its application is 

Berne compliant. Given its breadth of application to all works substantiated under the 

appropriate process, whether it be commercial or non-commercial, it remains unclear 

whether such a legislative act would be qualitatively and quantitatively narrow enough to 

apply only in certain special cases. Much the same, the commercial use alone raises 

doubts as to whether it conflicts with the owner’s normal exploitation of the work, and 

whether such commercial use would unreasonably prejudice the legitimate interests of 

the owner.
211

 The fact that this is uncertain is cause of hesitation prior to suggesting its 

adoption into U.S. copyright law. Strictly adopting this approach is not an attractive 

option for a domestic orphan works resolution. 

There may be other legislative proposals that have varying degrees of positive 

impact on the problem, but it seems relatively clear that a strictly legislative approach to 

resolving this issue is much more difficult than would be the case of judicially 

constructing a common law framework applying various other concepts. 

3. Risk of Litigation Not Eliminated 

 The risk of impending litigation from reappearing owners drives the desire to 

resolve the orphan works problem.
212

 Without authorization from the owner, subsequent 
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users are less inclined to use a covered work.
213

 The proposed solutions would enable a 

subsequent user to make use of a work, but still pose a risk of litigation. Eliminating this 

risk completely is likely impossible, but the solutions introduced in 2006 and 2008, as 

well as the foreign models do not provide enough of a mitigating effect to render them 

effective. For instance, the remedy limitation proposed by the Copyright Office does not 

serve as an affirmative defense to copyright infringement for orphan works, but only 

prevents a reappearing copyright owner from asserting damage claims for willful 

infringement and attorneys’ fees.
214

 Furthermore, the high costs associated with 

substantiating any given search as sufficiently diligent, combined with the possibility a 

subsequent user will still be required to pay damages for infringement compounds the 

costs associated with using an orphan work instead of reducing them.  

The proposed and accepted methods for remedying the orphan works problem 

through legislative acts either have failed or are limited for numerous reasons, ultimately 

leaving a significant gap in copyright law with respect to orphan works. However, judges 

are empowered to act where legislation has not. Turning to the idea of abandonment, as 

expressed in other areas of law, judges are in a unique position to effect long-term change 

by infusing abandonment concepts into copyright law jurisprudence.   

C. Proposed Solution 

Going forward, the orphan works problem shrinks by judicially adopting common 

law concepts, tailoring them, and applying them directly to copyright law in the United 

States. Specifically, judges are empowered to adopt concepts of abandonment and 
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forfeiture from real and personal property into copyright law doctrine to provide a 

framework of immediate relief for orphan works users. Historically, courts have adopted 

common law doctrines from other areas numerous times when statutory authority has left 

gaps in the copyright law. When adapting existing common law doctrines, courts should 

consider such characteristics as notice, conduct, length of time, and appropriate remedies, 

and tailor them to fit the policy goals of copyright law. In constructing such a framework, 

the courts would provide a release valve for the orphan works problem, while also 

maintaining compliance with international copyright obligations.  

1. Support for Reading Abandonment into Copyright  

Infusing common law principles into copyright law is not a novel concept. Not 

only have judges historically enjoyed the ability to construct common law doctrines 

unique to copyright law, but they have also used their authority to interweave common 

law concepts into the fabric of copyright law without explicit statutory support. In fact, 

many of the concepts initially woven into the copyright law fabric without a statutory 

basis were later codified. This is significant, because the historical acceptance of a 

judge’s authority to do incorporate borrowed doctrine into copyright law is one way that 

the orphan works problem can begin to be resolved. By encouraging judges to interweave 

concepts of abandonment and forfeiture from real and personal property concepts, the 

orphan works problem can get immediate relief that may later serve as the basis for 

legislative action.  

a.  Secondary Liability 

One example of judicial authority to adapt concepts from other areas of law into 

the copyright law fabric comes in the form of secondary liability. The Copyright Act 
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creates liability for direct copyright infringement by providing remedies against “anyone 

who violates any of the exclusive rights of the copyright owner as provided by sections 

106 through 121.”
215

 There is, however, no statutory mention of the concept of secondary 

liability. However, secondary liability is, indeed, a part of copyright law jurisprudence, 

and has been for a significant period of copyright law history.
216

 Much like in tort law, 

where secondary liability requires first finding a principal party directly liable, secondary 

liability for copyright infringement requires a finding of direct copyright infringement.
217

 

The rationale supporting the infusion of secondary liability into copyright law “is that 

copyright infringement is essentially a tort.”
218

 However, secondary liability comes in 

two flavors, each of which have different legal implications and both of which were 

adapted to copyright law: vicarious liability and contributory infringement. 

Vicarious liability originates from the common law tort doctrine of respondeat 

superior; a doctrine originating in agency law seeking to hold employers liable for the 

actions perpetrated by their employees.
219

 The basis for liability was the relationship 

between the acting party and their employer or principal, and permits injured parties to 

pursue legal action and recover damages against an employer or principal, who is likely 

in a better position to satisfy a judgment. Vicarious liability arises when one person has 

the right, ability, or duty to control the activities of another, despite the person or entity 
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not being directly responsible for an injury.
220

 It is a concept that permeates numerous 

areas of law, despite originating in only a single context. 

In the case of copyright infringement, vicarious liability seeks to hold principals 

liable for copyright infringement perpetrated by agents within their control.
221

 Courts first 

introduced vicarious liability into copyright law in 1892 in the case Fishel v. Lueckel.
222

 

Fishel owned copyrights covering various engravings and etchings.
223

 Fishel sued a photo 

print manufacturer when the photo manufacturer sent copies of photos to a co-defendant 

in London, who manufactured copies of the covered photos that omitted the tint, title, and 

plate mark.
224

 The primary defendants in the suit, Brooklyn Photogravure Company, of 

New York, argued that they were “not liable for infringement, because the photogravure 

company was not their agent, but was an independent contractor, and agreed to take the 

risk of infringement.”
225

  

The court found there was sufficient evidence to establish that Brooklyn 

Photogravure Company directed the London party on how to do the work, and therefore 

were “liable as joint tortfeasors.”
226

 The court reasoned that, because the defendant 

authorized the infringing act, knowing there to be such an infringement risk, that they 

“may properly be considered to have intended the result of such act.”
227

 This case 

established vicarious liability for copyright infringement, holding accountable not only 

the party committing the infringing act, but also the party directing such conduct. 
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Later, in 1929, the Seventh Circuit Court of Appeals decided Dreamland Ball 

Room, Inc. v. Shapiro, Bernstein & Co.
228

 Dreamland Ball Room owned a dance hall 

open to the public, in which an orchestra furnished and played copyrighted compositions 

owned by Shapiro Bernstein. Dreamland, asserting they had no control over the 

musicians or music selection, disputed their liability, because they were unaware that the 

orchestra was playing particular music selections without the consent of the copyright 

owners to the songs.
229

 The appellate court held that “the owner of a dance hall whose 

place copyrighted musical compositions are played in violation of the rights of the 

copyright holder is liable, if the playing be for the profit of the proprietor of the dance 

hall.”
230

  

In this case, while the principal, Dreamland Ball Room, was without direct 

control of the orchestra, the performance of the music compositions by the orchestra was 

for the direct financial benefit of Dreamland. The fact that Dreamland financially 

benefitted from the orchestras’ infringing act was enough to find them vicariously liable 

for copyright infringement, regardless of their knowledge of the fact. This case varies 

slightly from Fisher v. Lueckel. Here, the vicariously liable party was a passive party 

who, while benefitting from the infringement, was not directing it. It is significant to 

note, however, that because Dreamland was in a position to supervise the orchestra’s 

conduct, the courts were justified in holding them accountable for the infringement. A 

party’s ability to supervise, observe, or control the conduct of another, and failing to do 

so, is the rationale supporting the entire body of secondary liability doctrine which has 

been incorporated into copyright law.  
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In 1963, vicarious liability for copyright infringement was again the issue in the 

case of Shapiro, Bernstein & Co. v. H.L. Green Co.
231

 Shapiro was the owner of several 

copyrights in music compilations, just as in the case in 1929. The defendants, H.L. Green, 

operated a chain of record stores; co-defendants Jalen Amusement Company 

manufactured records, making copies of music compilation recordings without 

authorization from copyright owners.
232

 Jalen Amusement Company operated the record 

department in numerous stores owned by H.L. Green. Shapiro brought a copyright 

infringement suit against Jalen for making bootleg copies of its covered music 

compositions, and against H.L. Green contributing to the sale of bootleg records 

manufactured by Jalen.
233

 The District court found Jalen liable for copyright infringement 

but concluded that H.L. Green was not liable for sales made by Jalen and dismissed the 

claim against H.L. Green.
234

 Shapiro appealed the district court’s decision to dismiss. The 

appellate court reversed, holding H.L. green liable for the sale of infringing records, 

reasoning that:  

When the right and ability to supervise coalesce with an obvious and 

direct financial interests in the exploitation of copyrighted materials[,] 

even in the absence of actual knowledge[,] . . . the purposes of copyright 

law may be best effectuated by the imposition of liability upon the 

beneficiary of that exploitation.
235

  

 

Thus, in copyright law, vicarious liability requires (1) the right and ability to 

supervise or control the infringing activity; and (2) a direct financial benefit from that 

activity.
236

 In tort law, vicarious liability is a form of strict liability based solely on the 
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right and ability to control or supervise the tortfeasor. Although very similar in nature, the 

two concepts differ in that vicarious liability for copyright infringement requires a direct 

financial benefit, and tort law vicarious liability is a form of strict liability, requiring only 

a right and ability to control a tortfeasor. Thus, the doctrine of vicarious liability was 

woven into the copyright law fabric, and tailored to meets the needs of the copyright law 

system. It is on this basis that judges in today’s courts should be empowered to make 

similar decisions with respect to the orphan works problem. Since legislation is not likely 

to be very helpful anytime soon, the power to seek resolution to this problem is entirely 

within the authority of the judicial branch. 

The other form of secondary liability is that of contributory infringement, which 

seeks to hold parties jointly and severally liable when they act in concert with one 

another.
237

 Where the two forms of secondary liability differ is the nature of the 

relationship. Contributory infringement involves a more active assistance in the wrongful 

act, whereas vicarious liability merely requires the right and ability to control another’s 

actions, which result in a wrongful act.
238

 Contributory infringement in copyright law 

dates back to 1911.  The doctrine holds that contributory infringement occurs where 

“[o]ne who, with knowledge of the infringing activity, induces, causes, or materially 

contributes to the infringing conduct of another.” This suggests that the infringement may 

not have occurred but for a party’s knowing contribution to complete the infringing act. 

Therefore, that party should be held liable. 

In Kalem v. Harber Brothers, defendant Kalem was engaged in production of 

motion pictures. Kalem, a motion picture production company, employed a man to read 
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Ben Hur and write scenes from the book to produce into motion pictures.
239

 

Subsequently, Kalem sold copies of the film to theatres, which exhibited them 

publicly.
240

 The court sought settle the question of the public display of moving pictures 

derived from a copyrighted book infringed the rights of the author.
241

 The court, 

understanding that the photographs used in the film were unlawful dramatizations of a 

copyrighted novel, found Kalem liable for copyright infringement for invoking, or 

inducing, a the infringing activity of making an unlawful derivative work.
242

 The court 

held that “[t]he defendant not only expected but invoked . . . the use of its films for 

dramatic reproduction of the story. . . . If the defendant did not contribute to the 

infringement it is impossible to do so except by taking part in the final act. It is liable on 

principles recognized in every part of the law.”
243

 Kalem, the producer in this case, was 

vicariously liable for contributory copyright infringement, despite not having made the 

copies themselves, but my inducing others to make unlawful derivative works. 

In Gershwin Publishing Corp. v. Columbia Artists Management, Inc., the 

American Society of Composers, Authors, and Publishers (“ASCAP”) brought a 

copyright infringement suit against Columbia Artists Management, Inc. (“CAMI”) on the 

basis of contributory infringement.
244

 ASCAP maintained the position that CAMI was 

jointly liable for copyright infringement because CAMI promoted local community 

concert associations, which hosted musicians playing musical compositions owned by 

ASCAP.
245

 CAMI has two business enterprises in the music industry; talent management, 
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and creating local organizations to produce audiences for the artists in small 

communities.
246

 This second enterprise organizes, nurtures, and maintains hundreds of 

local nonprofit organizations that sponsor concert series for CAMI artists.
247

 The Court of 

Appeals affirmed the district court opinion finding CAMI liable as a contributory 

infringer because CAMI knew that its artists included copyrighted compositions in their 

sponsored performances.
248

 In doing so, the court stated:  

CAMI’s pervasive participation in the formation and direction of this 

association and its programming of compositions presented amply support 

the district court’s finding that it ‘caused this copyright infringement.’ 

Although CAMI had no formal power to control either the local 

association or the artists for whim it served as agent, it is clear that the 

local association depended upon CAMI for direction in matters such as 

this, that CAMI was in a position to police the infringing conduct of its 

artists, and that it derived substantial financial benefit from the actions of 

the primary infringers.
249

  

This decision, which preceded the current Copyright Act, set the standard for 

contributory copyright infringement. As a result, contributory infringement required: (1) 

knowledge of the direct infringement; and (2) a material contribution to, causation of, or 

inducement of the infringing acts. Contributory copyright infringement also lacked 

statutory authority, but is a judicially created doctrine to holding parties accountable 

when their conduct coerces the actions of another into copyright infringement.  

Therefore, contributory copyright infringement requires the contributing party to 

(1) have knowledge of the infringing activity; and (2) materially contribute to the 

infringing activity. The doctrine of contributory liability was tailored to fit copyright law 

doctrine by requiring a certain level of knowledge and deliberate actions that contribute 
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to the infringing activity. The knowledge and deliberate action requirement are not 

present in the doctrine of enterprise tort liability, where liability can be based solely on 

association with a tortfeasor. However, as contributory infringement relates to vicarious 

liability for copyright infringement, it is a higher standard, requiring knowledge and 

deliberate action as opposed to an opportunity to control and receipt of a financial 

benefit. They differ by a matter of degrees. Vicarious liability suggests an incidental 

connection to direct infringement, and contributory infringement suggests deliberate 

action to affect the infringement. 

Again, a concept from tort law has been interwoven into copyright law and 

tailored to fit its needs. Contributory infringement was then later codified by the 1976 

Act, the legislative history of which explains that the “[u]se of the phrase ‘to authorize’ 

[in Section 106] is intended to avoid any questions as to the liability of contributory 

infringers.”
250

 The statute remains silent as to the specific details of secondary liability 

doctrines, leaving its contours up to judicial determination. Since then, secondary liability 

has become “critical to the effective functioning of our copyright system, and even more 

so in the new digital environment.”
251

 Although not original to copyright law, secondary 

liability “allow[s] copyright owners to focus their enforcement efforts on those entities 

that foster infringing activity and have the resources and wherewithal to either pay 

licensing fees or satisfy an infringement judgment . . . .”
252

 Creating a common law 

doctrine of copyright abandonment by incorporating those concepts from other areas of 

law is not only a prudent exercise of judicial authority, but also is an approach likely to 
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have a long-lasting positive impact on the orphan works problem, the same way 

secondary liability has had an impact on plaintiffs’ ability to recover adequate damages.  

b. Misuse 

Copyright misuse is an equitable defense against copyright infringement that has 

been transposed into copyright law from the doctrine of unclean hands and patent law. It 

provides that courts of equity “may appropriately withhold their aid where a plaintiff is 

using a right asserted contrary to the public interest.”
253

  

The first instance in which a misuse defense was used to combat a claim of 

copyright infringement was in M. Witmark &Sons v. Jensen.
254

 Here, plaintiffs, members 

of the American Society of Composers, Authors, and Publishers (“ASCAP”), sued 

motion picture theatres for failing to seek a license before publicly performing musical 

compositions contained in films.
255

 Defendants contended that ASCAP, by insisting the 

theater operators acquire a license to perform the music compositions embedded in the 

films they have already purchased, have extended their copyrights in such that provides 

an economic advantage “beyond that granted to each of them in the copyright laws.”
256

 

Essentially, ASCAP’s efforts were monopolistic and in restraint of competition.
257

 The 

court held that “where the Court’s aid . . . would tend to serve the plaintiffs in their plan 

and scheme . . . to extend their copyrights in a monopolistic control beyond their proper 

scope, it should be denied.”
258

 Therefore, exploiting a copyright in a way that goes 
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beyond what the copyright law allows constitutes a misuse of the copyright, and the 

courts will not support such a use by finding infringement.  

However, before Lasercomb America, Inc. v. Reynolds,
259

 there was a great deal 

of uncertainty about whether a defense of copyright misuse actually existed in domestic 

law.
260

 The court stated that this was because the Supreme Court had not firmly 

established such a defense as it had with patent misuse in Morton Salt Co. v. G. S. 

Suppiger
261

 and the only case to have actually applied misuse as a defense to copyright 

infringement was the case described just above.
262

 Here, the court recognized that 

copyright and patent law serve parallel interests and expressed the opinion that a misuse 

defense should apply in the context of copyright.
263

 

This case represents the notion that areas of law serving similar interests can 

apply in similar ways. It too provides sufficient support for drawing an analogy between 

personal property law and copyright law such that would justify transposing the doctrine 

of abandonment into copyright law to provide relief from the orphan works problem. 

 

c.  Fair Use 

Fair use is a doctrine unique to copyright law. Although it exists in section 107 of 

the Copyright Act of 1976, it was not always statutory in nature.
264

 In fact, the statute as 

expressed in today’s results from codifying a long history of judicially constructed 

common law; a construction which actually expanded the scope of rights by prohibiting 
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subsequent authors from making derivative copies, while simultaneously limiting those 

rights by permitting those same authors to use the works for very limited purposes.  

The doctrine of fair use has its origin in English law, appearing in numerous cases 

throughout the eighteenth century.
265

 Judge Joseph Story first expressed the fair use test 

in 1841 in Folsom v. Marsh.  Judge Story stated: 

in deciding questions of [copyright infringement], look to the nature and 

objects of the selections made, the quantity and value of the materials 

used, and the degree in which the use may prejudice the sale, or diminish 

the profits, or supersede the objects, of the original work.
266

 

Story’s expression of the numerous factors to consider largely influenced the codification 

of the fair use limitation into the 1976 Act.
267

 Notably, his expression differs from how 

its current construction, but those differences came about during the 125 years between 

first expression and codification.
268

 To this day, the application of fair use is tenuous, but 

it is in the uncertain confines of the doctrine where alleged infringers reap the most 

protection for their actions.  

The fair use doctrine serves as an example of how critical judicially constructed 

framework can be to a field of law when statutory authority is absent. Over many years, 

the doctrine was developed and refined, and today represents one of the most important 

sections of the Copyright Act. Copyright abandonment can reach that same end with 

respect to the orphan works problem.  
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d. Policy Support 

Constructing and abandonment or forfeiture framework to provide relief to the 

orphan works issue serves great purpose. Copyright law should not allow copyright 

owners to enjoy exclusive rights in things in which they are unwilling to assert 

ownership. In the instance of secondary liability, the concept was imported into copyright 

law because recovery of damages for copyright infringement is related on multiple levels 

to recovery under tort law, where secondary liability originates. Similarly, misuse as a 

defense to copyright infringement was imported into copyright law because both 

copyright and patent law serve parallel purposes. Moreover, the fair use doctrine was 

judicially developed over time to permit third parties to use copyrighted works for limited 

purposes that do not directly interfere with the rights of the owner. 

Similar justifications exist for importing abandonment from personal property 

into copyright law, and modifying the doctrine to fit with its purpose.
269

 Personal 

property and copyright law share a connection with respect to ownership and possession. 

Likewise, the doctrine of abandonment as applied in the personal property context to 
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relinquish ownership can apply in the context of copyright law with specific regard to 

orphan works.  

What all of this suggests is that not only have judges historically been 

comfortable with the idea of infusing copyright law with other common law doctrines 

derived from other areas of law, but that in doing so, those common law doctrines are 

tailored to fit into the copyright law framework. This thesis proposes that the courts 

infuse familiar concepts of abandonment in personal and real property into copyright law 

to resolve the orphan works problem. Essentially, a copyright holder who has 

“abandoned” the exclusive rights they own in their copyrighted work is thus unable to 

enforce those rights against another party, because their conduct has constructively 

communicated to the rest of the world an unwillingness to be identified as the exclusive 

rights-holder. 

2. Reintroducing and Reforming the Copyright Abandonment Doctrine 

Constructing a copyright abandonment doctrine for orphan works will be 

laborious. At a minimum, however, there are certain parameters that courts must 

considered when establishing the copyright abandonment doctrine as a workable solution 

to the orphan works problem. Such things that should be considered are: what kind of 

notice should a copyright owner be required to communicate to all of the world in order 

to prevent a finding of abandonment; what kind of conduct will be considered enough to 

find a copyright has been abandoned; for how long must that conduct and lack of notice 

continue before abandonment is proper; and what should be the effect of finding a 

copyright has been abandoned? Answering those questions requires probing into the very 

same standards existing in personal and real property law. However, it is not enough 
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simply to transpose those standards into copyright law. Copyright policy must be given 

due consideration, and such standards must be modified in order to be consistent with 

copyright policy, namely to strike a balance between author’s rights and the rights 

enjoyed by the public.  

a. Other Areas of Law. 

Generally, the common law rules governing abandonment in both personal 

property and real property vary from state to state, but the core concepts are relatively 

universal. Essentially, a party who is otherwise not put on notice regarding ownership of 

real or personal property who puts that real or personal property to use consistent with 

ownership for a reasonably sufficient period of time is entitled to become the new owner 

by virtue of not only their own actions, but the true owner’s neglectful actions. 

1. Notice of Ownership 

For personal property, notice of ownership comes in the form of possession or 

occupancy of the thing owned.
270

 Notice of ownership is something more than just mere 

physical possession; it is “a clear act, whereby all the world understands that [one] has 

‘an unequivocal intention of appropriating the [chattel] to his individual use.’”
271

 

Therefore, ownership necessitates an ability to exercise dominion and control over the 

chattel. This makes perfect sense. One can possess a chattel of another without acquiring 

ownership, and one can maintain ownership without physically possessing the chattel 

itself. For instance, Frank lending a copy of a book he owns to Margaret strips Frank of 

physical possession of the book and gives it to Margaret temporarily. If Frank maintains 
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his right to control the manner in which Margaret uses his copy of the book, then Frank 

has asserted dominion and control over the chattel. This ability to control the use of the 

chattel effectively provides Margaret with sufficient notice of Franks’ continued 

ownership of the book. It would be absurd to conclude that Margaret has acquired 

ownership of the book itself. She merely acquired possession that may or may not be 

restricted. In that situation, relinquishing possession is an insufficient means of 

relinquishing ownership, just as gaining possession is insufficient to gain ownership to 

the chattel. Therefore, notice of ownership of personal property comes in the form of 

conduct sufficient to put others on notice of one’s ability to exercise dominion and 

control over the thing in which one has rights.  

For real property, however, notice of ownership is more complex, despite 

employing the same concept of dominion and control. Inadvertent title transfer of real 

property can occur when a party lacks notice of ownership.
272

 Notice of ownership occurs 

in three forms: actual notice, constructive notice, and record notice.
273

 However, one 

seeking to acquire property is able to do so to the detriment of interested parties 

neglecting to provide any notice to the world of their interest.
274

 Actual notice comes in 

the form of a direct and personal communication to another regarding the existence of a 

claim of ownership, or at least enough information to determine that there is a reasonable 

probability that such a claim is valid.
275

 The doctrine of constructive notice provides that, 
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in the absence of actual knowledge of a claim of ownership, a reasonable person, acting 

diligently, would have acquired sufficient information to give them actual notice of a 

claim of ownership.
276

 Record notice, however, is actual notice provided by a thorough 

search of property records to determine the, as a matter of fact, the true owner of 

property.
277

  

In each of these three forms, true ownership of land is communicated to the world 

in a way sufficient to protect from inadvertent losses of title. This serves to protect the 

owner’s interest in a much more complete way than a personal property owner’s interests 

are through just dominion and control. In both contexts, failure to provide adequate 

notice of ownership becomes the basis for inadvertent transfers of title. In copyright law, 

there currently is no such equivalent, shielding copyright owners who fail to provide 

some indication of their ownership rights from any risk of losing their interest. 

Adequate notice of ownership of either personal or real property comes in many 

forms, so long as such notice is sufficient to communicate to the world of one’s status as 

an owner. As it relates to copyright law, a similar notice was once a part of the fabric of 

the copyright law system, but has since been removed as a requirement, at least as a 

formality to acquiring the rights associated with copyright.
278

 However, adapting this 

concept to copyright law does not necessitate imposing any such formality. Instead, 

requiring copyright owners to provide effective notice of ownership can take very much 

the same form as owning of possessing rights in a chattel or parcel of land. Sufficient 
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notice of ownership could be communicated through actions, such as enforcing those 

rights against violators, recording such ownership with the Copyright Office, or even 

something as simple as exploiting the copyright in the same way as an owner would. Any 

of these could be sufficient to communicate ownership of the copyright, and any could be 

sufficient to save those rights from being found abandoned, and thus categorized as an 

orphan work. 

2. Conduct Preceding Inadvertent Transfer of Title 

In personal property, chattels are deemed abandoned if the owner expresses a 

positive intent to relinquish all rights to the specific object and that intent is furthered by 

some external act.
279

 Merely intending to abandon is not sufficient, nor is simply 

separating an object from its owner.
280

 Given that notice of ownership of chattels consists 

of the concept of dominion and control, mere dispossession of a chattel, without more, is 

insufficient to warrant abandonment, just as possession of the same chattel, without more, 

is insufficient to warrant ownership. Abandonment requires some marriage between act 

and intent to relinquish ownership, before third parties can acquire the ownership rights. 

However, the finder of personal property who takes possession acquires a form of 

ownership, superior to all claims of ownership, except that of the true owner.
281

 In a 

sense, they have acquired at least some limited rights with respect to the found chattel 

that can, after the passing of a certain amount of time, vest into full ownership.
282

  

Real property, however, abandonment occurs in a different sense than personal 

property. The doctrine of adverse possession permits a third party to acquire title in 
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another’s real property by “forcing a transfer when the requirements of the doctrine are 

met.”
283

 Such a transfer of title occurs when one occupies land against the interests of the 

owner continuously for a period of time.
284

 This is notably different that the requirements 

of abandonment in personal property, where an intent to abandon must be supported by 

action. In the case of real property, an intent to relinquish ownership is inferred when the 

true owner neglects to assert ownership, or otherwise use in a way consistent with such 

ownership.  

Therefore, the conduct that precedes a finding of abandonment, for the sake of 

copyright, must account for both an intentional divestiture of ownership, as well as 

neglecting to assert ownership. Copyright law should continue to develop the notion of 

the Creative Commons License, whereby authors and copyright owners are able to 

intentional relinquish their ownership interest, and permit the public use without risk of 

infringement. Copyright law should also adopt the abandonment doctrine of personal 

property law, so that the public may use works owned by entities with no interest or 

desire to exploit the rights they own. The law should not continue to support neglectful 

copyright owners lacking this desire or interest, and should support members of the 

public who do have an interest in exploiting the work. This is precisely the case in the 

orphan works problem: owners are unable to be identified or located because they have 

neglected to be recognized as the owner, inferring that they have no interest in 

maintaining their ownership status. 
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3. Time Requirement 

Abandonment of personal property, theoretically, occurs immediately upon the 

expression of intent to abandon and the subsequent act of relinquishing possession.
285

 But 

such a situation is not likely to occur in that very fashion. In other cases, abandonment is 

presumed to have occurred when a number of years have passed since the property was 

found and where no true owner has come searching for the property.
286

 This presumption 

is rebuttable, which serves to protect the owner of the property from inadvertently 

divesting ownership through carelessness. But the rebuttable presumption that property 

has been abandoned also benefits finders of personal property by inferring from the facts 

that the previous owner indeed intended to abandon the property.   

For real property, however, the adverse possessor must meet the other 

requirements of the doctrine for a certain period of years.
287

 This time requirement differs 

from state to state, and ranges anywhere from five years to twenty-one years in some 

states. Nevertheless, the states adopting a time requirement have found that to be 

reasonable in light of the circumstances.  

Therefore, the length of time that is going to be required in order to find a 

copyright is abandoned is necessarily going to be reasonable in light of the 

circumstances. Such a determination may take various factors into consideration, such as 

the nature of the copyrighted work, the circumstances surrounding the true owner’s 

conduct, and when the work covered by the copyright was first created. However, 

because this determination depends on numerous factors, it is not appropriate to prescribe 
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a timeline here. However, statute of limitations for copyright infringement is three 

years,
288

 and the Supreme Court has held that laches should not bar an action filed within 

that time.
289

 At a minimum, this suggests abandonment not be presumed from less than 

three years of inaction, unless a copyright owner has expressly abandoned their 

copyright. 

4. The Effect of the Owner’s Conduct  

When personal property is abandoned, the owner in the first place to loses 

ownership status, and causes the finder to acquire title to the chattel.
290

 If the property is 

not affirmatively abandoned, as often is the case, the finder acquires at least limited rights 

with respect to the found chattel.
291

 Their interest is superior to all except the true owner, 

and can reclaim that property if they too are dispossessed of the chattel.
292

 The finder’s 

acquired title is good against all other interests, including that of the previous owner, and 

the finder therefore becomes the true owner of the personal property.  

When real property is adversely possessed, the owner in the first place loses 

ownership status, resulting in a transfer of title to the party who conducted such action. 

Such a transfer of title is not automatic, however, and requires, at minimum, a judicial 

declaration that title has passed from the previous owner to the party adversely 

possessing the real property.  
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Therefore, as it relates to copyright law and orphan works, subsequent users of 

orphan works should acquire at least some rights to use the work without penalty, when 

the rights are deemed abandoned.   

b.  A Tailored Fit  

Real property and personal property differ from copyright in the sense that the 

former are rivalrous, and the latter is nonrivalrous.
293

 Owning personal and real property 

depletes the resource, or the number available for others to own, while owning a 

copyright does not.
294

 Moreover, ownership of personal or real property refers to 

ownership of a tangible thing, whereas ownership of a copyright refers to rights to do or 

prevent others from doing something. Ownership of a copyright is similar to ownership 

of personal property in that ownership is more about one’s ability to control and exercise 

dominion and control over the thing owned, and not necessarily the physical possession 

of a tangible object. This supports the proposal to weave abandonment doctrine into the 

copyright law in order to relieve the orphan works problem. To do this, a standard must 

be determined for what constitutes adequate notice of ownership, what must occur to give 

rise to the transfer of those rights, for how long must that conduct occur, and what effect 

a finding of copyright abandonment will have on the true owner’s rights.  

1. Notice Required 

At a minimum, the requisite notice of ownership of copyrights should be that 

which is discoverable by a reasonable person searching diligently under the 

circumstances. This takes the form of what has been already been expressed in the 
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various orphan works legislations. However, the guidelines should not take the form of 

what kind of search a subsequent user must conduct, but instead what kinds of notice a 

copyright owner must provide to prevent their work from being deemed abandoned by 

the courts. The finding of presumed abandonment should rely on a subsequent user’s 

good faith belief that an owner has abandoned their work. Those guidelines would 

include such acts as publishing with a notice of ownership, recording ownership interests 

at the Copyright Office, or other government facility, other any other range of means by 

which such information becomes a matter of public record.  

This is not to suggest that an owner of a copyright must comply with a formality 

before they are either acquire rights or are able to enforce those rights against anyone. 

Instead, what this suggests is requiring copyright owners to make their ownership status 

known in order to avoid the orphan works dilemma we suffer from today. Failing to give 

proper notice of ownership should not, on its own, warrant a finding of abandonment, but 

it should present a rebuttable presumption that the copyright owner has abandoned their 

rights in the work. Such an effect serves as neither a legislative limitation nor an 

exception to the rights and enjoyment of copyright, but does serve to protect the interests 

the public may have in accessing those works. The burden should be on the copyright 

owner to make their ownership known, and not on a subsequent user to conduct a 

potentially endless and fruitless search.
295
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In the context of sufficient notice, determining who the owner is must be treated 

separately and independently from the issue of locating the owner. An owner may give 

clear notice to their claim of ownership through recordation or other means, but may not 

be locatable for other reasons. In such a situation, the burden should then shift to the 

hopeful user to provide constructive notice of their intent to use the work. When the 

combination of publicly available information has resulted in locating the owner’s current 

location, as an absolute last resort, subsequent users should be permitted to communicate 

their desire to use the work in a geographically reasonable publication. For instance, if all 

information leads a subsequent user to conclude that the copyright owner most recently 

resided in the United States, communicating that desire through a nationally distributed 

general publication would put the copyright owner on notice of another’s intent to use the 

work. If, within a reasonable amount of time thereafter, the owner does not make their 

location known to the subsequent user, the work should be deemed abandoned, and the 

subsequent user permitted to use it without risk of infringement. This protects copyright 

owners who have met the minimum notice threshold from inadvertently losing the 

exclusivity of their rights. While it places an extra burden on subsequent users, the 

burden is not unreasonable, because by providing a reasonably geographical notice of an 

intent to use provides evidence of their willingness to negotiate a license with the 

copyright owner, which is the most desirable of outcomes. But when those efforts fail to 

produce a license, the subsequent user must not be prohibited from going forward and 

using the work.  
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2. Conduct Required 

Any standard that accounts for a certain kind of conduct that must occur before a 

finding of abandonment must account for both intentional divesting of ownership, as well 

as neglectful conduct inconsistent with ownership. As far as an intentional divesting of 

ownership, copyright owners must be able to express the intent to abandon the rights in 

their work and combine that intent with some overt action that constitutes abandonment. 

This intentional divesting of ownership is something that already occurs, despite the 

ongoing debate about whether it should occur.
296

  

On the other hand, copyright must provide for divesting of ownership when the 

copyright owner neglects those rights inconsistent with how an owner would normally 

exploit the work. Such conduct would include, among other things, an owner failing to 

exploit a work, either commercially or non-commercially, failing to enforce licensing 

agreements, and otherwise failing to assert their ownership through litigation or other 

dispute resolution means. Providing for both an intentional and inadvertent means of 

divesting oneself of ownership would relieve the orphan works problem by supplying 

subsequent good faith users with the tools necessary to escape liability for copyright 

infringement, with little sacrifice to the rights enjoyed by copyright owners. 

3. Length of Time 

The length of time that the conduct endures prior to finding abandonment should 

remain open for later determination. Ownership terms for real property and personal 
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 The Creative Commons licenses are methods that allow copyright owners to affirmatively dedicate their 
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property alike are not restricted in the same way as copyright. Initially, when copyright 

terms were much shorter, there was less concern about the underuse of works because 

those works would enter the public domain in a shorter time, and others could make use 

of them for different purposes. The copyright term provides an expectation that upon a 

certain date the rights to that particular work cease to exist, and the work migrates to the 

public domain for all to use. The incremental copyright term extensions have made the 

problem of underuse significantly greater. With longer terms of protection, works can 

experience lengthy periods in which they are not exploited or used otherwise. The case is 

not the same for real and personal property. While a single owner can foreseeably own 

the land or chattel for the extent of their own life, neither ever become public property 

unless it is the will of the owner for that to happen. Instead, the law provides various 

avenues for third parties to intervene in another’s ownership and make use of the property 

when the owner is not.  

Given this difference between copyright and both real and personal property, it 

would make more sense to have a lengthier period of time for which the conduct 

preceding abandonment must endure. The public enjoys at least an expectation, however 

far removed from the current date, which covered works become publicly usable without 

penalty. No such expectation exists in real and personal property, and so an abbreviated 

length of time in which an owner does not make use of the land or property they own 

strikes a balance between the public’s interest in making use, and the owner’s potentially 

perpetual right and ability to prevent others from using it. Therefore, the length of time 

required may not be a matter of calculating years, but rather examining the relevant facts, 

balancing the interests of the copyright owner against those of a would-be user. 
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4. Effect of Finding Abandonment 

As a core principle, the effect of finding copyright abandonment must strike a 

balance between the interests of the copyright owning community and the public. 

Pursuant to that principle, the effect of finding a copyright abandonment must have only 

a limited affect. No matter the case, the true owner should continue to be recognized as 

the owner of the work covered, if that owner is identified or known, or later reappears. 

However, subsequent users of abandoned works should be immune from copyright 

infringement when they began to use the work based on a reasonable belief that such 

work is abandoned.  A copyright owner’s ability to enforce those rights against good-

faith subsequent users must be rendered void as a result of their neglectful ownership, as 

should their right to commercially exploit the work. In essence, owners should be 

permitted to remain owners, but only in title.  

Effectively, the rights to granted to owners of copyright under section 106 of the 

Copyright Act do not transfer to good faith subsequent users in the same way that title 

transfers when personal property is deemed abandoned. The subsequent user does not 

acquire ownership to the exclusion of all other third parties. Instead, the subsequent user 

acquires an interest superior only to the actual copyright owner to exploit the work, thus 

preventing the copyright owner from enforcing the rights upon the good faith subsequent 

user, and preserving the copyright owner’s ability to enforce their remaining rights 

against bad faith copiers in the future. In essence, a good faith subsequent user acquires 

an unbridled and non-transferrable right to use the work as an owner, without acquiring 

true ownership, without the right to independently transfer that interest, and without 



 

78 

 

acquiring the ability or obligation to enforce the rights granted under section 106. That 

right remains with the copyright owner.  

Alternatively, the effect of finding copyright abandonment could take the form of 

sharing in the enjoyment of the work, such as an implied perpetual, royalty-free, world-

wide license to use, make, and distribute copies.  Either of these effects would provide 

relief to the orphan works problem by allowing for subsequent users, reasonably 

believing a work to be abandoned, to make use of the work in either a commercial or 

non-commercial manner without facing penalties for copyright infringement should an 

owner later reappear. This strikes a balance between the interest of copyright owners and 

the public by not entirely divesting ownership status, but still providing a means by 

which the works are accessible and usable by the public. 

3. Berne Compliance 

Article 9 of the Berne Convention leaves limitations and exceptions to copyright 

ownership and enjoyment to the legislative branches of Member States. Acceptable 

limitations and exceptions must be limited to certain special cases that do not conflict 

with a normal exploitation of the work, and which do not unreasonably prejudice the 

legitimate interest of the author.
297

  

The proposed solution herein potentially avoids this problem altogether. First, the 

application of the copyright abandonment doctrine would likely be qualitatively and 

quantitatively limited enough to fit the certain special cases requirement because it would 

strictly apply to subsequent uses that are commercial in nature, as non-commercial uses 

are likely to be permitted under the fair use doctrine. Quantitatively, while there are 
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numerous existing orphan works, applying this doctrine would likely have the effect of 

not only identifying an owner, because owners would be under a general obligation to 

communicate ownership information, but also applying this doctrine would also increase 

the likelihood of locating an owner and conducting licensing negotiations. The number of 

cases in which a work will found to be abandoned is likely going to be small. 

Furthermore, the conduct that would be required and the length of time likely to be 

required before a work is found to be abandoned is likely to pass steps two and three of 

the test because such a finding would be largely based on a copyright owner’s negligible 

conduct with respect to their status as an owner. Simply, finding a work abandoned 

requires that the owner have very little or no exploitation of the work whatsoever, so any 

subsequent use would not only not interfere, but would also no unreasonably prejudice 

the owner’s interests.  

Therefore, this solution not only provides relief to hopeful users of orphan works 

on a domestic level, but its application would likely not place the United States out of 

compliance with its international copyright obligations. 

IV. Conclusion 

It is highly unlikely that a domestic legislative effort will ever result in an orphan 

works act that effectively solves the puzzle of the orphan work problem. That solution, 

should it ever come, must eliminate the threat of infringement litigation, which is why 

that solution likely does not exist. The legislative acts that have been proposed, and the 

measures that have passed internationally suffer from numerous faults, giving this author 

reason to believe that a legislative solution is not the answer, at least not right now. But 

the orphan works problem is continuing to fester at each moment that nothing is done. 
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This provides judges with a great opportunity to effect long-term change, and perhaps 

create a judicial legacy that law students and scholars will study and discuss many years 

in the future. Applying the concept of abandonment to copyright law, and tailoring that 

framework to be consistent with the policy goals of copyright protection is that 

opportunity.  

The solution proposed herein may not be the ideal solution, but it represents the 

starting point from which common law doctrine of copyright abandonment can grow. 

This combination of standards, while not perfect by a longshot, illustrate that this solution 

can be reached far easier than convincing the legislative branch of the merits of reaching 

an orphan works solution. In any event, the orphan works problem must be addressed 

quickly and effectively before it truly spins out of control. It must strike the perfect 

balance between the rights of the copyright owners, and the rights belonging to the 

public. Pursing that end through legislative action is simply not reasonable. 

 


